PATENT 
Paper No. 
File: Guide-P1-03 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Inventors HAMMOUR, Mohamad Lutfi, KERSHNER, Larry, 

WEINER, Harvey 

Serial No. 10/680,474 

Confirmation No. 5187 

Filed : October 7, 2003 

For : COMPUTER-SYSTEM FOR SHARIAH-COMPLIANT 

COMPUTER-AIDED METHOD FOR SECURING A 
SHARIAH-COMPLIANT CREDIT ENHANCEMENT 

Group Art Unit 3686 

Examiner PAULS, John A. 

MS: Appeal 

Honorable Commissioner of Patents 
P.O. Box 1450 
Alexandria, VA 2231301459 

BRIEF ON APPEAL 
ON BEHALF OF APPELLANT 

SIR: 

This is an appeal from the Final Action of the Examiner dated January 29, 2010, finally 
rejecting claims 1-27 pending in this application. 

Please charge the fee under 37 C.F.R. §1.17, the fee for any Extension of Time for filing 
of this Brief, and any other fee necessary for filing this Brief on Appeal, or for further 
prosecution, to Deposit Account No. 50-0235. 



Atty. Reference: Guide-P1-03 
Ser. No. 10/680,474 
Art Unit 3686 

I. Real Party In Interest 

Appellant, assignee Guidance Financial Group LLC, is the real party in interest in this 

matter. 

II. Related Appeals and Interferences 

There are no related appeals or interferences believed to be related. 

III. Status of Claims 

Claims 1 -27 have been rejected under 35 U.S.C. 1 1 2. Claims 1 , 3-5, 7-1 2, and 1 6 have 
been rejected under 35 U.S.C. 103(a). 

IV. Status of Amendments Filed Subsequent to Final Rejection 

An Amendment After Final was filed on July 22, 201 0, subsequent to the Final Rejection to 
place the application in better condition for Appeal. 

V. Summary of the Claimed Subject flatter 

The claimed subject matter is believed to be summarized well in claim 1 , which is as 
follows: Apparatus including: an originator computer programmed to carry out the operations 
of: receiving input including a property value and a property financing amount; computing, from 
the input property value and the input property financing amount, a quantity of mortgage 
insurance coverage required to satisfy a Shariah board-determined Shariah-compliant credit 
enhancement; and producing, responsive to the quantity, output which is used for securing a 
mortgage insurer's commitment to an intermediary to insure a home financing contract, wherein 
said intermediary is not a lender or borrower. 

More particularly, please see the chart below: 
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Claims 

1. Apparatus including: 

an originator computer programmed 
to carry out the operations of: 

receiving input including a property 
value and a property financing amount; 

computing, from the input property 
value and the input property financing 
amount, a quantity of mortgage insurance 
coverage required to satisfy a Shariah 
board-determined Shariah-compliant credit 
enhancement; and 

producing, responsive to the quantity, 
output which is used for securing a mortgage 
insurer's commitment to an intermediary to 
insure a home financing contract, wherein said 
intermediary is not a lender or borrower. 

2. The apparatus of claim 1 , wherein 
the securing includes: 

obtaining mortgage insurance 
coverage subject to a self-insurance 
requirement. 



Representative Support 

Computer system, page 6, line 13 
Originator computer, page 13, line 18 

entering a property value and a property 
financing amount as input to a computer; 
computing, from the property value and a 
property financing amount, a quantity of 
mortgage insurance coverage required to 
satisfy a Shariah-compliant credit 
enhancement, page 13, lines 7-10 

securing a mortgage insurer's commitment 
to an intermediary to insure a home 
financing contract, wherein said 
intermediary is not a lender or borrower, 
page 13, lines 10-11 

obtaining mortgage insurance coverage 
subject to a self-insurance requirement, 
page 13, line 13 



3 



Atty. Reference: Guide-P1-03 
Ser. No. 10/680,474 
Art Unit 3686 



3. The apparatus of claim 1 , wherein 
the securing includes: 

obtaining mortgage insurance for 
said coverage, wherein said insurance is 
not obtained from a non-affiliated insurance 
provider. 

4. The apparatus of claim 1 , wherein the 
apparatus includes a mortgage insurance 
provider computer; and wherein the steps 
further include issuing a signal from the 
originator computer to the mortgage insurance 
provider computer communicating an amount 
of mortgage insurance required for said 
property financing amount to be insured under 
a master mortgage insurance agreement 
between a intermediary and said insurance 
provider. 



said insurance is not obtained from a non- 
affiliated insurance provider, page 1 3, lines 
15-16 

mortgage insurance provider computer, 
page 13, line 18 

communicating an amount of mortgage 
insurance required for said property 
financing amount to be insured under a 
master mortgage insurance agreement 
between a intermediary and said insurance 
provider, page 13, lines 19-21 
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5. The apparatus of claim 1 , wherein the 
apparatus includes a insurance company 
computer; and wherein the steps further include 
issuing a communication from the insurance 
company computer to the originator computer 
by a communications system, said 
communication indicating a commitment to 
insure the quantity of mortgage insurance 
coverage under a self-insurance requirement. 

6. The apparatus of claim 5, further 

including the step of: 

originating the home financing contract 
simultaneous with ordering mortgage insurance 
corresponding to said coverage. 



issuing a communication from an insurance 
company computer to an originator 
computer by telecommunications system, 
said communication indicating a 
commitment to insure the quantity of 
mortgage insurance coverage under a self- 
insurance requirement, page 13, lines 23- 
25 

originating the home financing contract 

simultaneous with ordering mortgage 
insurance corresponding to said coverage, 
page 14, lines 2-3 



7. The apparatus of claim 6, wherein the 
apparatus includes a mortgage insurance 
provider computer; and wherein the steps 
further include signaling from the originator 
computer to the mortgage insurance provider 
computer said amount of mortgage insurance 
coverage required on a contract to carry out a 
sale under said purchase and sale agreement. 



signaling from an originator computer to a 

mortgage insurance provider computer said 
amount of mortgage insurance coverage 
required on a contract to facilitate a sale 
under said purchase and sale agreement, 
page 14, lines 5-7 
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8. The apparatus of claim 1 , wherein 
said securing is carried out with an originator 
placing mortgage insurance with an insurance 
provider for said coverage absent control from 
a master agreement between the originator and 
an insurance provider. 

9. The apparatus of claim 1 , wherein 
said securing is carried out with an originator 
placing mortgage insurance with an insurance 

provider for said coverage subject to control by 
an agency agreement the originator and the 
intermediary. 

1 0. The apparatus of claim 1 , wherein at 
least one of said steps is carried out under 
control of a master mortgage insurance policy 
between an intermediary and an affiliated 
mortgage insurance company. 



carried out with an originator placing 
mortgage insurance with an insurance 
provider for said coverage absent control 
from a master agreement between the 
originator and an insurance provider, page 
14, lines 8-10 

an originator placing mortgage insurance with 
an insurance provider for said coverage 

subject to control by an agency agreement the 
originator and the intermediary, page 14, lines 
12-13 

carried out with at least one of the steps 
carried out under control of a master 
mortgage insurance policy between a 
intermediary and an affiliated mortgage 
insurance company, page 14, lines 14-16 
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1 1 . The apparatus of claim 1 , wherein 
the steps further include: 

making an insurance policy for said 
coverage receiving an insurance policy into 
memory, 

processing to modify the insurance 
policy so as to correspond to a 
communication from the intermediary, to 
make the insurance policy for said 
coverage, and 

providing for issuance of said policy for said 
coverage. 

1 2. The apparatus of claim 1 , wherein 
said steps include using an insurance policy 
for said coverage by adding definition to 
said insurance policy and 

by providing for issuance of said policy in 
combination with said definition for said 
coverage. 



making an insurance policy for said 
coverage... by entering a standard 
insurance policy into memory of a 
computer... modifying the standard 
insurance policy responsive to a 
communication from the intermediary... and 
issuing said policy for said coverage, page 
14, lines 18-22 



by adding definition to said standard 
insurance policy; and issuing said policy in 
combination with said definition for said 
coverage, page 14, lines 25-26 
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1 3. The apparatus of claim 1 , wherein 
said steps include providing for life of contract 
insurance corresponding to said coverage and 
priced for a single payment insurance premium 
paid by an intermediary. 

1 4. The apparatus of claim 1 , wherein 
said steps include providing for paying premium 
payments for life of contract insurance, 
corresponding to said coverage, from proceeds 
received by the intermediary from a sale of the 
home financing contract. 

1 5. The apparatus of claim 1 , wherein 
said steps include providing for paying premium 
payments for life of contract insurance, 
corresponding to said coverage, from a 
commission received by the intermediary from 
the originator to carry out the home financing 
contract after delivery of the home financing 
contract by the intermediary to a secondary 
market participant. 



providing life of contract insurance 
corresponding to said coverage and priced 
for a single payment insurance premium 
paid by a intermediary, page 1 5, lines 2-3 

paying premium payments for life of contract 
insurance, corresponding to said coverage, 
from proceeds received by the intermediary 
from a sale of the home financing contract, 
page 15, lines 5-6 

paying premium payments for life of 

contract insurance, corresponding to said 
coverage, from a commission received by 
the intermediary from the originator to 
ensure servicing of the home financing 
contract after delivery of the home financing 
contract by the intermediary to a secondary 
market participant, page 15, lines 8-1 1 
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1 6. The apparatus of claim 1 , wherein 
said steps include controlling computer 
communication of services provided by an 
originator as agent for the intermediary subject 
to an administration agreement between the 
originator and the intermediary. 

1 7. The apparatus of claim 1 , wherein 
said steps include tracking an obligation 

specified in an agreement between the 
intermediary and a secondary market 
participant under which an originator is the 
intermediary's agent to facilitate a sale of said 
home financing contract to the secondary 
market participant. 



controlling computer communication of 
services provided by an originator as agent 
for the intermediary subject to an 
administration agreement between the 
originator and the intermediary, page 15, 
lines 13-15 

tracking, by computer, an obligation 
specified in an agreement between the 
intermediary and a secondary market 
participant under which an originator is the 
intermediary's agent to facilitate a sale of 
said home financing contract to the 
secondary market participant, page 15, 
lines 17-19 
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1 8. The apparatus of claim 1 , wherein the 
apparatus includes an intermediary's computer 
and wherein said steps include communicating 
a designation from the intermediary's computer 
to the originator's computer that the originator 
shall support an insurance policy corresponding 
to said coverage. 

1 9. The apparatus of claim 1 , wherein the 
apparatus includes a secondary market 
participant's computer and a mortgage 
insurance provider computer, and wherein said 
steps include linking an originator of a financing 
transaction corresponding to the coverage as 
an agent in a transaction with a subsequent 
buyer of the home financing contract in 
communications among the secondary market 
participant's computer and the mortgage 
insurance provider computer. 



communicating a designation from the 
intermediary's computer to an originator's 
computer that the originator shall service an 
insurance policy corresponding to said 
coverage, page 15, lines 21-22 

linking an originator of a financing 
transaction corresponding to the coverage 
as an agent in a transaction with a 
subsequent buyer of the home financing 
contract in a secondary market participant's 
computer communications with a mortgage 
insurance provider computer, page 1 5, lines 
24-26 
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20. The apparatus of claim 1 , wherein 
said steps include signaling to carry out a sale 
of the home financing contract to a secondary 
market participant for an originator of the home 
financing contract acting as agent for the 
intermediary. 
21 . The apparatus of claim 1 , wherein 
the apparatus Includes an insurance 
provider computer and wherein said steps 
include 

sending from the insurance provider 
computer to the originator's computer, by a 
communications system, a communication 
reflecting that said originator Is agent for the 
Intermediary In the Intermediary's commitment 
to insure the home financing contract pursuant 
to an insurance certificate. 



an originator of the home financing contract 
acting as agent for the intermediary to carry 
out a sale of the home financing contract to 
a secondary market participant, page 1 6, 
lines 2-3 

sending from an insurance provider 
computer to an originator's computer, by 
telecommunications systems, a 
communication reflecting that said 
originator is agent for the Intermediary In 
the intermediary's commitment to insure the 
home financing contract pursuant to an 
insurance certificate, page 1 6, lines 5-8 
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22. The apparatus of claim 1 , wherein 
said steps include generating price by which 
the intermediary sells the home financing 
contract to a secondary market participant, said 
price including an excess beyond an initial price 
for the contract effective when said home 
financing contract was purchased from an 
originator. 

23. The apparatus of claim 22, wherein 
the apparatus includes an insurance provider 
computer and wherein said steps include 
applying, with the intermediary computer, at 
least a portion of the excess to purchase single 
premium insurance. 



generating price by which the intermediary 
sells the home financing contract to a 
secondary market participant, said price 
including an excess beyond an initial price 
for the contract effective when said home 
financing contract was purchased from an 
originator, page 16, lines 10-12 

insurance provider computer, page 1 6, line 

5; 

applying, with the intermediary computer, at 
least a portion of the excess to purchase 
single premium insurance, page 16, lines 
14-15 
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24. The apparatus of claim 14, further 
including the step of: 

generating price by which the intermediary 
sells the home financing contract to a 
secondary market participant, said price 
including an excess beyond an initial price for 
the contract effective when said home financing 
contract was purchased from an originator. 

25. The apparatus of claim 24, wherein 
the steps include applying, with the 
Intermediary computer, at least a portion of the 
excess to purchase single premium insurance. 

26. The apparatus of claim 1 , wherein the 
steps Include tracking secondary market 
participation to maintain a self insurance 
arrangement between the intermediary and the 
provider. 



generating price by which the intermediary 
sells the home financing contract to a 
secondary market participant, said price 
including an excess beyond an initial price 
for the contract effective when said home 
financing contract was purchased from an 
originator, page 16, lines 10-12 

applying, with the intermediary computer, at 
least a portion of the excess to purchase single 
premium insurance, page 16, lines 14-15 

tracking secondary market participation to 
maintain a self insurance arrangement 
between the intermediary and the provide, 
page 16, lines 17-18 
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27. A method of using an apparatus, the 
method including the steps of: 

entering, as input to a computer, a 
property value and a property financing 
amount; 

computing, with the computer from 
the input property value and the input 
property financing amount, a quantity of 
mortgage insurance coverage required to 
satisfy a board-determined Shariah- 
compliant credit enhancement; and 
producing, responsive to the quantity, output 
which is used for securing a mortgage insurer's 
commitment to an intermediary to insure a 
home financing contract, wherein said 
intermediary is not a lender or borrower. 



Computer system, page 6, line 13 

entering a property value and a property 
financing amount as input to a computer; 
computing, from the property value and a 
property financing amount, a quantity of 
mortgage insurance coverage required to 
satisfy a Shariah-compliant credit 
enhancement, page 13, lines 7-10 

securing a mortgage insurer's commitment 
to an intermediary to insure a home 
financing contract, wherein said 
intermediary is not a lender or borrower, 
page 13, lines 10-11 
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VII. Grounds for Rejection to Be Reviewed on Appeal 

The claims stand and fall as a group. 

A. Did the Examiner set out a case of prima facie unpatentabililty of claims 1 -27 
pursuant to 35 U.S.C. Sec. 112, second paragraph? (These claims stand and fall as a group.) 

B. Did the Examiner set out a case of prima facie unpatentabililty of claims 1 -27 
pursuant to 35 U.S.C. Sec. 103(a)? (These claims stand and fall as a group.) 

C. In rejecting claims 1 -27, did the Examiner provide "information" required by 35 
U.S.C. Sec. 132? (These claims stand and fall as a group.) 

D. Did the Examiner set out a case of prima facie unpatentabililty of the claims set out 
below based on an improper traversal of the Examiner's taking of Official Notice, such that a 
contention is "admitted prior art"? (Each of the following claims stands separately.) 



a. 


Claim 2 


b. 


Claim 6 


c. 


Claim 13 


d. 


Claim 14 


e. 


Claim 15 


f. 


Claim 16 


g- 


Claim 17 


h. 


Claim 18 




Claim 19 


j- 


Claim 20 


k. 


Claim 21 


1. 


Claim 22 
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m. Claim 23 
n. Claim 24 

0. Claim 25 
p. Claim 26 

VIII. Argument 

A. The rejection of claims 1-27 pursuant to 35 U.S.C. Sec. 112, second 

paragraph, is improper because the Examiner did not set out a case of prima 
facie unpatentabililty. 

1 . The Examiner has not shown that the rejection is directed to 
indefiniteness rather than breadth. 

With respect to the claim language below 

...computing ... required to satisfy a Shariah board-determined Shariah- 
compliant credit enhancement... 

the Final Rejection at page 3 contends that 

"The claim scope is indefinite because the Shariah board determination of a 
credit enhancement is subjective. The claim does not recite how the Shariah 
board makes the determination." 

First, it is respectfully submitted that the rejection is directed breadth not 
indefiniteness, which is an improper basis for a prima facie 112, 2"^ rejection. That is, 
"how the board makes it's determination" is a matter of breadth, or at least the Examiner 
has not shown that it is not, as is required for a proper prima facie rejection. 

Similarly, the Examiner contends, at page 12 of the Final Rejection (see also 
page 2), that 

"Applicant has not distinctly claimed the specific law within the Shariah to which 
compliance must be made." 
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Again, the Examiner has not established that the rejection is not based on 
breadth, rather than indefiniteness, which is the Office burden in making out a prima 
facie case of unpatentability pursuant to 35 U.S.C. 112, second paragraph. 

Breadth of a claim is not to be equated with indefiniteness. In re Miller, 441 F.2d 
689, 169 USPQ 597 (CCPA 1971). If the scope of the subject matter embraced by the 
claims is clear, and if an applicant has not otherwise indicated that it intends the 
Invention to be of a scope different from that defined in the claims, then the claims 
comply with 36 U.S.C. 112, second paragraph. The Examiner has not established that 
the basis of the rejection is indefiniteness, rather than breadth, and therefore the 
rejection does not set out a prima facie case of unpatentability pursuant to 35 U.S.C. 
112, second paragraph. 

2. The Examiner has not shown that the claims are not 
amenable to construction or are insolubly ambiguous. 

The Federal Circuit commented on Sec. 112, 2"^ paragraph, in Young v. Lumenis, Inc., 

492 F. 3d 1336, 1349 (Fed. Cir. 2007), as follows: 

A patent specification must "conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant regards 
as his Invention." 35 U.S.C. § 1 12, f 2. The purpose of the definiteness 
requirement Is to "ensure that the claims delineate the scope of the Invention 
using language that adequately notifies the public of the patentee's right to 
exclude." Claims are considered Indefinite when they are "not amenable to 
construction or are Insolubly ambiguous. [T]he definiteness of claim terms 
depends on whether those terms can be given any reasonable meaning." 
Indefiniteness requires a determination whether those skilled In the art would 
understand what Is claimed. "[I]n the face of an allegation of Indefiniteness, 
general principles of claim construction apply." In that regard, claim construction 
involves consideration of primarily the intrinsic evidence, viz., the claim language, 
the specification, and the prosecution history. 

Thus, to meet its burden for withholding a patent pursuant to Sec. 112, 2"^^ paragraph, a 
proper rejection requires a PTO showing that the claims are "not amenable to construction or 



17 



Atty. Reference: Guide-P1-03 
Ser. No. 10/680,474 
Art Unit 3686 

are insolubly ambiguous." The Examiner presented no evidence whatsoever that that the 
claims are "not amenable to construction or are insolubly ambiguous." That is, the contention 
that "the Shariah board determination of a credit enhancement is subjective" (Final Rejection at 
page 3) does not establish prima facie that the claim element is directed to computinc is "not 
amenable to construction or are insolubly ambiguous". 

Even if the Examiner has made out a prima facie case, Applicant has overcome the 
prima facie case with Applicant's evidence of the paper by Mufti Taqi Usmani titled "The Historic 
Judgment on Interest," a 14 Ramadan 1420 decision of the Shariah Appellate Bench of the 
Supreme Court of Pakistan. 

(For the convenience of the Board in considering the evidence of the Decision, note that 
"Riba" corresponds to "interest" and that interest and usury can be viewed as the same. While 
it is appreciated that the Decision of the Shahah Appellate Bench of the Supreme Court of 
Pakistan is not controlling precedent over Patent Office operations. Islamic law is not 
geographically limited and the Decision is evidence of the meaning to one skilled in the art.) 

Accordingly, the Examiner has not met the statutory standard for withholding a patent 

pursuant to § 1 12, f 2, as articulated by the Federal Circuit. 

3. The Examiner has not shown that the Shariah is used... to identify a 
particular material or product. 

The Examiner relies on £x parte Simpson, 218 USPQ 1020 (Bd. Ap. 1982) and 
contends that that "Shariah is used... to identify a particular material or product." (Office Action 
06/23/2009 at page 3; see also Final Rejection at page 1 2.) 

In response, the Shariah is not a "material or product," especially as claimed. Ex parte 
Simpson appears to relate to the use of a trademark in a claim; Applicant's claims do not 
contain a trademark. In the context of the particular claims on appeal, especially, the Shariah 
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has not been shown by the Examiner to be an Ex parte Simpson "material or product". 

Further, the rejection is premised on an outright error of fact. In the Final 
Rejection at page 2, with respect to the Shariah . the Examiner contends: 

"The name is used to identify a source of laws, and not the laws themselves." 

This contention is respectfully traversed as an error of fact, per se. It is well 
known that the Shariah is the law of Islam. See, Applicant's evidence in "The Text of 
the Historic Judgment on Interest" given by the Supreme Court of Pakistan. The 
Shariah is law per se and is of such clarity that decisions are given by the Supreme 
Court of Pakistan. The decision is not based on the source of the law, as the Examiner 
contends, but on the Shariah itself. This is not an Ex parte Simpson "material or 
product" case. 

In sum, for any and all of the reasons set out above, the Examiner has not set 
out a prima facie 112, second paragraph rejection, and the rejection is improper. 

B. The rejection of claims 1-27 pursuant to 35 U.S.C. Sec. 103(a) is improper 
because tlie Examiner did not set out a case of prima facie unpatentabililty. 

All claims have been rejected pursuant 35 U.S.C. Sec. 103(a) for reasons more 

particularly set out at pages 3-1 1 , 13-14 of the Final Rejection, based on Gould and Official 

Notice. 

Generally, and for any and all of the reasons set forth below, the rejection is respectfully 
traversed as improper for failing to make out a case of prima facie unpatentability. 

In a nutshell, but as more precisely stated in the Final Rejection, the Examiner's case of 
obviousness rests on whether it would have been obvious to modify Gould to replace its "funding 
institution" with the claimed computing... Shariah board-determined Shariah-compliant credit 
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enhancement. ■■■ e.g., "with neither undue experimentation, nor risk of unexpected results. " 
(Final Rejection at page 4.) In a nutshell, no it cannot, at least because Gould is replete with 
references to "interest" which would violate the Shariah, as per Applicant's evidence in "The 
Text of the Historic Judgment on Interest" given by the Supreme Court of Pakistan, and thus 
the modification, which has not been shown in the applied art, is a direct contradiction of the 
explicit teachings of Gould with respect to "interest". 

1 . Gould does not disclose computi nq . . .Shariah board-determi ned 
Shariah-compliant credit enhancement. ■■■ 

The Examiner relies on Gould, but concedes at page 5 of the Office Action dated 
06/23/2009 that "Gould does not disclose Shariah compliant". Accordingly, the applied prior art 
does not disclose an expressly claimed element, namely computinc . . .Shariah board-determined 
Shariah-compliant credit enhancement.... 

More particularly, the rejection is improper because the applied art fails to disclose 
expressly claimed elements or limitations: there is no teaching whatsoever of 
computing. ■ .Shariah board-determined Shariah-compliant credit enhancement. ■■■ 

2. Improper reason to modify: hindsight guided only by Applicant's 
disclosure 

The cited art of Gould contains no motivation or suggestion to modify Gould to reach the 
claims of the Applicant. But for Applicant's disclosure, there is no disclosure or suggestion 
whatsoever of computing . . .Shariah board-determined Shariah-compliant credit enhancement. ■■■ 
or how or why one might do it. Nothing in the Shariah or in Gould mentions anything about 
computing... Shariah board-determined Shariah-compliant credit enhancement.... 

The sole disclosure of record for this claim element is Applicant's specification. It is 
improper to base a rejection gleaned only from Applicant's disclosure. See In re Mclaughlin, 
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443 F.2d 1392, 170 USPQ 209 (CCPA 1971). Because the cited art of Gould contains no 

motivation or suggestion to modify Gould to reach the claims of the Applicant, the rejection is 

improper pursuant to In re Lee, In re Rouffet, and In re Kotzab. 

3. Improper reason to modify 

a. contradicted by tlie reference 

As set out more precisely in the enclosed paper by Mufti Taqi Usmani titled "The Historic 

Judgment on Interest," a 14 Ramadan 1420 decision of the Shariah Appellate Bench of the 

Supreme Court of Pakistan bans interest in all its forms and by whatever name it may be called. 

In contrast, Gould is replete with explicit teachings of "allocating mortgage interest". See, e.g., 

the technical field of the Gould invention. Thus, the contention that it would be obvious to 

combine or modify the cited art to reach the claimed Shariah board-determined Shariah 

compliant credit enhancement is hopelessly contradictory of the explicit teachings of Gould 

pertaining to "interest" and is therefore improper. In the Final Rejection at page 13 the 

Examiner contends 

"Applicant further agues that Gould is replete with teaching of "allocating 
mortgage interest" which is contradictory to the claimed invention; however, the 
claimed invention has no disclosure about interest at all." 

Actually, that is the point. The contradiction is with respect to the claimed computinc... 

Shariah board-determined Shariah compliant credit enhancement which, in view of "The 
Historic Judgment on Interest," a 14 Ramadan 1420 decision of the Shariah Appellate Bench of 
the Supreme Court of Pakistan which bans interest in all its forms and by whatever name it may 
be called. The Examiner has not shown how one Gould's "allocating mortgage interest" could 
co-exist with a ban of interest in all its forms and by whatever name it may be called so as to 
make out a case that it would have been obvious to make the modification. 



21 



Atty. Reference: Guide-P1-03 
Ser. No. 10/680,474 
Art Unit 3686 



b. teaching away 

Gould's teaching of "allocating mortgage interest" and repeated references to "interest" 
each constitute a teaching away from Applicant's claimed computinc... Shariah board- 
determined Shariah compliant credit enhancement in view of "The Historic Judgment on 
Interest," a 14 Ramadan 1420 decision of the Shariah Appellate Bench of the Supreme Court of 
Pakistan which bans interest in all its forms and by whatever name it may be called. 
Therefore, the Examiner has not made out a case of prima facie obviousness, e.g., pursuant to 
U.S. V. Adams; In re Hedges; In re Fine. 

0. would destroy the intended function 

Gould's teaching of the intended function of "allocating mortgage interest" would be 
destroyed by modification so as to carry out the claimed computinc... Shariah board- 
determined Shariah compliant credit enhancement in view of " The Historic Judgment on 
Interest," a 14 Ramadan 1420 decision of the Shariah Appellate Bench of the Supreme Court of 
Pakistan which bans interest in all its forms and by whatever name it may be called. 
Therefore, the Examiner has not made out a case of prima facie obviousness, e.g., pursuant to 
In re Gordon. 

4. Impermissible use of Official Notice, contention of common 
knowledge, or "well known" 

A prima facie case of obviousness has not been made out because the rejections are 

based on an impermissible use of Official Notice or contention of common knowledge. In the 

Final Rejection at page 4, for the first time in prosecution, the following is contended: 

"it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Gould to provide a credit enhancement amount as 
determined by body other than the funding institution. Specifically that a Shariah 
board may determine the amount of the credit enhancement because the 
Shariah is an old and well know body of Islamic claw that deals with aspects of 
day-to-day life including economics, banking, business and contracts, since 
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doing so could be performed readily and easily by any person of ordinary skill in 
the art, with neither undue experimentation nor risk of unexpected results." 

This is an improper attempt to rely on common knowledge in the art (or "well known" 
prior art or official notice) to establish a fact. In the cited art, there is no disclosure whatsoever 
in the cited art of the claimed computing to... a Shariah board-determined Shariah compliant 
credit enhancement. Thus, the modification must be premised on Applicant's disclosure, and 
the above-quoted contention must be an improper attempt to rely on common knowledge in the 
art to reach what the Applicant has disclosed. Applicant traverses the contention (e.g., the 
contention is contradicted by Gould's repeated use of "allocating mortgage interest") and 
requires evidence that "it would have been obvious to one of ordinary skill in the art at the time 
of the invention to modify Gould to provide a credit enhancement amount as determined by 
body other than the funding institution, or put more precisely, to provide the claimed computing 
to... a Shariah board-determined Shariah compliant credit enhancement. There is no evidence 
this claim element in the cited art, other than the Examiner's naked assertion (i.e., no cited art 
and mere assertion), which must be in error in view of the above-discussed contradiction with 
Gould. This is an improper rejection. (Cf. Memorandum to Patent Examining Corps from 
the Deputy Commissioner for Patent Examining Policy, MPEP § 2144.03) 

a. Improper to use a contention or assertion of common 
Icnowledge as principle evidence 

Further, the rejections rely on the above-quoted contention or assertion of fact as the 

"principal evidence" upon which the rejections are based. Such an assertion or contention 

cannot be used in this manner. (Cf. MPEP § 2144.03(A).) It is never appropriate to rely solely 

on such an assertion or contention as the principal evidence upon which a rejection was based. 
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b. Improper to use a contention or assertion of common 
knowledge that is not "capable of instant and unquestionable 
demonstration" 

Yet further, the rejections attempt to such an assertion or contention of matter that is not 
"capable of instant and unquestionable demonstration". (Cf. Memorandum to Patent 
Examining Corps from tlie Deputy Commissioner for Patent Examining Poiicy regarding 
Procedures for Reiying on Facts Whicti are Not of Record as Common Sense or for 

Taking Official Notice, n.6, citing In re Eynde, 480 F.2d 1364, 1370, 178 USPQ 470, 474 
(CCPA 1 973)); MPEP § 2144.03(A).) Indeed, even assuming arguendo that the contentions 
are fact, these facts would be neither of notorious character nor instantly and unquestionably 
demonstrable. Moreover, courts have long rejected the notion that such a naked assertion or 
contention can be taken on the state of the art. 

c. Improper to use a contention or assertion of common 
knowledge as to the level of ordinary skill in the art 

Still further, the rejection's attempt to officially notice, or assert as common knowledge, 

the level of ordinary skill in the art is also improper as a matter of law. 

5. No showing of "neither undue experimentation nor risk of 
unexpected results." 

As quoted above, the Examiner contends that "it would have been obvious to one of 

ordinary skill in the art at the time of the invention to modify Gould to provide a credit 

enhancement amount as determined by body other than the funding institution... since doing so 
could be performed readily and easily by any person of ordinary skill in the art, with neither 
undue experimentation nor risk of unexpected results." 

Respectfully, a mere assertion by the Examiner does not make it so, and there is no 
evidence in the cited art to support the assertion. And more so, another problem with the 
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rejection is that it ignores the fact that the "no change in their respective functions" is also 
required to make the case of obviousness with respect to predictable results. Citing from 
MPEP2143: 

The rationale to support a conclusion that the claim would have been 
obvious is that all the claimed elements were known in the prior art 
and one skilled in the art could have combined the elements as 
claimed by known methods with no change in their respective 
functions, and the combination yielded nothing more than predictable 

results to one of ordinary skill in the art. KSR, 550 U.S. at , 82 

USPQ2d at 1395; Sakraida v. AG Pro, Inc., 425 U.S. 273, 282, 189 
USPQ 449, 453 (1976); Anderson's-Black Rock, Inc. v. Pavement 
Salvage Co., 396 U.S. 57, 62-63, 163 USPQ 673, 675 (1969); Great 
Atlantic & P. Tea Co. v. Supermarket Equipment Corp., 340 U.S. 147, 
152, 87 USPQ 303, 306 (1950). "[I]t can be important to identify a 
reason that would have prompted a person of ordinary skill in the 
relevant field to combine the elements in the way the claimed new 

invention does." KSR, 550 U.S. at , 82 USPQ2d at 1396. If any of 

these findings cannot be made, then this rationale cannot be 
used to support a conclusion that the claim would have been 
obvious to one of ordinary skill In the art. [emphasis added] 

Due to the dearth of factual support for the above-quoted contentions, the Examiner has 
not shown that "it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Gould to provide a credit enhancement amount as determined by body 
other than the funding institution... since doing so could be performed readily and easily by any 
person of ordinary skill in the art, with neither undue experimentation nor risk of unexpected 
results." The rejection is therefore improper. 

6. Summary as to the rejections of claims 1-27 

In sum, the Examiner has the initial burden of proof in presenting a prima facie case of 
unpatentablity. See In re Oetiker, 977 F.2D 1443, 24 USPQ2d 1443, 144 (Fed. Cir. 1993), 
however, this burden was not been met. The rejections must be in error because there is no 
disclosure of a claim element (there must be mere hindsight reconstruction because the only 
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mention of tine claim element in the record is in Applicant's disclosure), the modification would 
contradict the explicit teachings of the base reference Gould, and the element which is absent 
from the cited art becomes of record only by the naked assertion of the Examiner as to the 
nature and content of the prior art. The Examiner's attempts at official notice, common 
knowledge, etc. are improper and traversed. Consequently, there are evidentiary gaps in the 
rejections of the claims that are fatal to a prima facie case of obviousness. For each of the 
claims, there has not been a prima facie showing of computing. . .Shariah board-determined 
Shariah-compliant credit enhancement. .. in the claims each as a whole. Even if a prima 
facie showing had been made, that showing has been overcome with the Applicant's above- 
discussed evidence. 

C. The rejection of claims 1-27 is improper because the Examiner did not 
provide "information" required by 35 U.S.C. Sec. 132. 

In Applicant's response, the following is stated: 

As a background, pursuant to 35 U.S.C. Sec. 132, Applicant is entitled to 
"the reasons for such requirement ... together with such information as maybe 
useful in judging the propriety of continuing prosecution. . .". A similar requirement 
is made by Rule 104(a)(2), which requires "...reasons for any... requirement... 
and such information or references will be given as may be useful in aiding the 
Applicant... to judge the propriety of continuing the prosecution. Otherwise, the 
rejection is improper. 

Generally, Applicant has been denied this entitlement, based upon the 
manner in which the rejection of the claims has been set forth. In view of Sec. 
132 and Rule 104, if a combination or modification is to be contended, the PTO 
is required to provide not only the reasons, but also such information as maybe 
useful in judging the propriety of continuing prosecution. 

Further, generally, the Examiner has the initial burden of proof in 
presenting a prima facie case of unpatentablity. See In re Oetiker, 977 F.2D 
1443, 24 USPQ2d 1443, 144 (Fed. Cir. 1993), however, this burden was not 
been met. 

Pursuant to 35 U.S.C. Sec. 132 and Rule 104, in view of the aforesaid 
burden, the Examiner is required to provide information as to how Gould could 
be modified to reach Applicant's claims (e.g., be Shariah compliant), e.g., in view 
of the Decision of the Shariah Appellate Bench of the Supreme Court of Pakistan 
bans interest in all its forms and by whatever name it may be called. Applicant 
submits that the evidence, including the Decision in view of 
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Gould, establishes that: 

(1 ) the contended combination of teachings to reach the claimed invention 
would change the principles of operation of the respective cited art; 

(2) there is no motivation or suggestion has been shown in the cited art that, 
as of the date of the instant application, would have prompted one skilled in the 
art to make the combination or modification to reach the claimed invention; 

(3) the art teaches away from the claimed invention; 

(4) no reasonable expectation of success has been established for making 
the proposed modification or combination; 

(5) the contended combination of teachings to reach the claimed invention 
would render the cited art inoperable for their respective purposes; and 

(6) the rejection fails to consider the expressly claimed rejection as a whole. 

Based on the evidence of the Decision, in view of the aforesaid burden to 
establish unpatentability and the aforesaid requirements to provide information, it 
is for the Examiner to establish othenn/ise. 

In response, the Examiner states in the Final Rejection, at page 14: "Applicant has also 
require information pursuant to 35 U.S.C. Sec. 132..." but failed to the "information". 

Because Applicant is entitled to any and all of the above-noted information, and further 
because the Examiner failed to substantively reply to the request, the Applicant has been 
denied its statutorily required entitlement to sucti information as may be useful in judging tine 
propriety of continuing prosecution...". The rejections are therefore improper pursuant to Sec. 



D. Did the Examiner set out a case of prima facie unpatentabililty of the claims 
set out below based on an improper traversal of the Examiner's taking of 
Official Notice, such that a contention is "admitted prior art"? 

Applicant apologizes for the repetitious arguments for each of the claims, noting that it 

seemed to be required by the Rules governing appeals, in making an argument for each claim to 

stand separately. 
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1. Claim 2 

In the Final Rejection, at page 14, the Examiner contends that "because Applicant has not 
specifically pointed out any errors in the Examiner's action, the officially noticed facts in the 23 
June 2009 Office Action are deemed admitted prior art. 

In response, it is respectfully submitted that the traversal was proper, such that the 
attempted official notice of a fact is not admitted prior art, and thus a case of prima facie 
obviousness has not been made out. 

In Applicant's filing of December 23, 2009, responsive to the Office Action of June 23, 

2009, Applicant stated the following: 

Yet further, at pages 10-12, the Examiner takes Official Notice of 
seemingly all claim requirements for claims 2, 6, and 13-26. This is improper as 
an attempt to officially notice a fact, which is not in compliance with the PTO's 
own procedures. See Memorandum to Patent Examining Corps from the 
Deputy Commissioner for Patent Examining Policy, a courtesy copy of which 
is being filed herewith. Proper use of Official Notice requires compliance with 
several obligations expressly set forth in the l\/lanual of Patent Examining 
Procedure. The Office has failed to meet these obligations. Specifically, the 
Office has failed to satisfy its obligations under MPEP § 21 44.03. I\/IPEP § 
2144.03 (B), for example, expressly requires the Office to provide specific factual 
findings predicated on sound technical and scientific reasoning to support taking 
Official Notice. The MPEP goes on to explain that this means that the Office 
should present an Applicant with the explicit basis on which Official Notice is 
based so that the Applicant is able to challenge the assertion in the next reply 
after the Office Action. (MPEP §2144.03(8)). Naked assertions about what is 
allegedly known in the art, like those made in the Office Action, cannot satisfy 
these requirements. Applicant respectfully requires establishing the contended 
facts. 

Second, in view of the rejection of claim 1 , the Office Action relies on 
Official Notice as the "principal evidence" upon which the rejection of claims 2, 6, 
and 13-26 is based. Official Notice cannot be used in this manner. As Section 
2144.03(A) of the MPEP expressly warns, it is never appropriate to rely solely on 
Official Notice as the principal evidence upon which a rejection was based. 
Instead, Official Notice is only appropriate for facts and that serve to "fill in the 
gaps" in a rejection. [MPEP § 2144.03(A)). This is why Official Notice is to be 
judiciously applied. {MPEP § 2144.03). It is unreasonable to conclude that the 
Office has used Official Notice to "fill in" a gaps in rejecting claims 2, 6, and 13- 
26 is based solely on Official Notice, in view of the rejection of claim 1 . 

Third, the rejection attempts to take Official Notice of matter that is not 
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"capable of instant and unquestionable demonstration", as expressly required by 
section 2144.03(A) of the MPEP. Indeed, even assuming arguendo that the 
various matters set out in pages 10-12 are fact, these facts would be neither of 
notorious character nor instantly and unquestionably demonstrable, e.g., exist in 
a manner so as to be Sharlah compliant. Moreover, courts have long rejected the 
notion that official notice can be taken on the state of the art. (See 
Memorandum to Patent Examining Corps from tiie Deputy Commissioner 
for Patent Examining Poiicy regarding Procedures for Reiying on Facts 
Wtiicli are Not of Record as Common Sense or for Taldng Officiai Notice, 
n.6, citing In re Eynde, 480 F.2d 1364, 1370, 178 USPQ 470, 474 (CCPA 1973)). 
Thus, fourth, the rejection's attempt to Officially Notice the 
level of ordinary skill in the art is also improper as a matter of law. 

Fourth, the aforementioned facts must be presented in a manner that 
would permit Applicant to make a determination as to whether there is a proper 
reason to combine or modify, in view of the Shariah compliant element of the 
claims. In this regard, the Examiner is required to provide information explaining 
how the facts set out as "Official Notice" appear in the prior art so as not to be 
inconsistent with the Shariah compliant element of the claims. See, e.g., the 
Decision of the Shariah Appellate Bench of the Supreme Court of Pakistan. 

In sum, the Office's attempts at Official Notice are improper and 
traversed. Consequently, there are evidentiary gaps in the rejections of the 
claims that are fatal to a prima facie case of obviousness. 

It is respectfully submitted that Applicant specifically pointed out error in the Examiner's 
action and stated why. Therefore it is improper to contend, as has been done in the Final 
Rejection, that the attempted official notice of a fact is not admitted prior art, and thus a case of 
prima facie obviousness has not been made out. 

In sum, the Examiner has the initial burden of proof in presenting a prima facie case of 
unpatentablity. See In re Oetiker, 977 F.2D 1443, 24 USPQ2d 1443, 144 (Fed. Cir. 1993), 
however, this burden was not been met. The rejections must be in error because there is no 
disclosure of a claim element (there must be mere hindsight reconstruction because the only 
mention of the claim element in the record is in Applicant's disclosure), the modification would 
contradict the explicit teachings of the base reference Gould, and the element which is absent 
from the cited art becomes of record only by the naked assertion of the Examiner as to the 
nature and content of the prior art. The Examiner's attempts at official notice, common 
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knowledge, etc. are improper, have been traversed, and cannot be premised on "admitted prior 
art." The Examiner has not shown prima facie obviousness, and thus the rejection of this claim 
is improper. 

2. Claim 6 

In the Final Rejection, at page 14, the Examiner contends that "because Applicant has not 
specifically pointed out any errors in the Examiner's action, the officially noticed facts in the 23 
June 2009 Office Action are deemed admitted prior art. 

In response, it is respectfully submitted that the traversal was proper, such that the 
attempted official notice of a fact is not admitted prior art, and thus a case of prima facie 
obviousness has not been made out. 

In Applicant's filing of December 23, 2009, responsive to the Office Action of June 23, 

2009, Applicant stated the following: 

Yet further, at pages 10-12, the Examiner takes Official Notice of 
seemingly all claim requirements for claims 2, 6, and 13-26. This is improper as 
an attempt to officially notice a fact, which is not in compliance with the PTO's 
own procedures. See Memorandum to Patent Examining Corps from the 
Deputy Commissioner for Patent Examining Policy, a courtesy copy of which 
is being filed herewith. Proper use of Official Notice requires compliance with 
several obligations expressly set forth in the Manual of Patent Examining 
Procedure. The Office has failed to meet these obligations. Specifically, the 
Office has failed to satisfy its obligations under MPEP § 2144.03. MPEP § 
2144.03 (B), for example, expressly requires the Office to provide specific factual 
findings predicated on sound technical and scientific reasoning to support taking 
Official Notice. The MPEP goes on to explain that this means that the Office 
should present an Applicant with the explicit basis on which Official Notice is 
based so that the Applicant is able to challenge the assertion in the next reply 
after the Office Action. {MPEP §2144.03(8)). Naked assertions about what is 
allegedly known in the art, like those made in the Office Action, cannot satisfy 
these requirements. Applicant respectfully requires establishing the contended 
facts. 

Second, in view of the rejection of claim 1 , the Office Action relies on 
Official Notice as the "principal evidence" upon which the rejection of claims 2, 6, 
and 13-26 is based. Official Notice cannot be used in this manner. As Section 
2144.03(A) of the MPEP expressly warns, it is never appropriate to rely solely on 
Official Notice as the principal evidence upon which a rejection was based. 
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Instead, Official Notice is only appropriate for facts and that serve to "fill in the 
gaps" in a rejection. {MPEP § 2144.03(A)). This is why Official Notice is to be 
judiciously applied. {MPEP § 2144.03). It is unreasonable to conclude that the 
Office has used Official Notice to "fill in" a gaps in rejecting claims 2, 6, and 13- 
26 is based solely on Official Notice, in view of the rejection of claim 1 . 

Third, the rejection attempts to take Official Notice of matter that is not 
"capable of instant and unquestionable demonstration", as expressly required by 
section 2144.03(A) of the MPEP. Indeed, even assuming arguendo that the 
various matters set out in pages 10-12 are fact, these facts would be neither of 
notorious character nor instantly and unquestionably demonstrable, e.g., exist in 
a manner so as to be Shariah compliant. Moreover, courts have long rejected the 
notion that official notice can be taken on the state of the art. (See 
Memorandum to Patent Examining Corps from ttie Deputy Commissioner 
for Patent Examining Poiicy regarding Procedures for Relying on Facts 
Wfiicfi are Not of Record as Common Sense or for Taking Official Notice, 
n.6, citing in re Eynde, 480 F.2d 1364, 1370, 178 USPQ 470, 474 (CCPA 1973)). 
Thus, fourth, the rejection's attempt to Officially Notice the 
level of ordinary skill in the art is also improper as a matter of law. 

Fourth, the aforementioned facts must be presented in a manner that 
would permit Applicant to make a determination as to whether there is a proper 
reason to combine or modify, in view of the Shariah compliant element of the 
claims. In this regard, the Examiner is required to provide information explaining 
how the facts set out as "Official Notice" appear in the prior art so as not to be 
inconsistent with the Shariah compliant element of the claims. See, e.g., the 
Decision of the Shariah Appellate Bench of the Supreme Court of Pakistan. 

In sum, the Office's attempts at Official Notice are improper and 
traversed. Consequently, there are evidentiary gaps in the rejections of the 
claims that are fatal to a prima facie case of obviousness. 

It is respectfully submitted that Applicant specifically pointed out error in the Examiner's 
action and stated why. Therefore it is improper to contend, as has been done in the Final 
Rejection, that the attempted official notice of a fact is not admitted prior art, and thus a case of 
prima facie obviousness has not been made out. 

In sum, the Examiner has the initial burden of proof in presenting a prima facie case of 
unpatentablity. See In re Oetiker, 977 F.2D 1443, 24 USPQ2d 1443, 144 (Fed. Cir. 1993), 
however, this burden was not been met. The rejections must be in error because there is no 
disclosure of a claim element (there must be mere hindsight reconstruction because the only 
mention of the claim element in the record is in Applicant's disclosure), the modification would 
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contradict tlie explicit teachings of the base reference Gould, and the element which is absent 
from the cited art becomes of record only by the naked assertion of the Examiner as to the 
nature and content of the prior art. The Examiner's attempts at official notice, common 
knowledge, etc. are improper, have been traversed, and cannot be premised on "admitted prior 
art." The Examiner has not shown prima facie obviousness, and thus the rejection of this claim 
is improper. 

3. Claim 13 

In the Final Rejection, at page 14, the Examiner contends that "because Applicant has not 
specifically pointed out any errors in the Examiner's action, the officially noticed facts in the 23 
June 2009 Office Action are deemed admitted prior art. 

In response, it is respectfully submitted that the traversal was proper, such that the 
attempted official notice of a fact is not admitted prior art, and thus a case of prima facie 
obviousness has not been made out. 

In Applicant's filing of December 23, 2009, responsive to the Office Action of June 23, 

2009, Applicant stated the following: 

Yet further, at pages 10-12, the Examiner takes Official Notice of 
seemingly all claim requirements for claims 2, 6, and 13-26. This is improper as 
an attempt to officially notice a fact, which is not in compliance with the PTO's 
own procedures. See Memorandum to Patent Examining Corps from the 
Deputy Commissioner for Patent Examining Policy, a courtesy copy of which 
is being filed herewith. Proper use of Official Notice requires compliance with 
several obligations expressly set forth in the Manual of Patent Examining 
Procedure. The Office has failed to meet these obligations. Specifically, the 
Office has failed to satisfy its obligations under MPEP ^ 2144.03. MPEP § 
2144.03 (B), for example, expressly requires the Office to provide specific factual 
findings predicated on sound technical and scientific reasoning to support taking 
Official Notice. The MPEP goes on to explain that this means that the Office 
should present an Applicant with the explicit basis on which Official Notice is 
based so that the Applicant is able to challenge the assertion in the next reply 
after the Office Action. {MPEP §2144.03(8)). Naked assertions about what is 
allegedly known in the art, like those made in the Office Action, cannot satisfy 
these requirements. Applicant respectfully requires establishing the contended 
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facts. 

Second, in view of the rejection of claim 1 , the Office Action relies on 
Official Notice as the "principal evidence" upon which the rejection of claims 2, 6, 
and 13-26 is based. Official Notice cannot be used in this manner. As Section 
2144.03(A) of the MPEP expressly warns, it is never appropriate to rely solely on 
Official Notice as the principal evidence upon which a rejection was based. 
Instead, Official Notice is only appropriate for facts and that serve to "fill in the 
gaps" in a rejection. {MPEP § 2144.03(A)). This is why Official Notice is to be 
judiciously applied. {MPEP § 2144.03). It is unreasonable to conclude that the 
Office has used Official Notice to "fill in" a gaps in rejecting claims 2, 6, and 13- 
26 is based solely on Official Notice, in view of the rejection of claim 1 . 

Third, the rejection attempts to take Official Notice of matter that is not 
"capable of instant and unquestionable demonstration", as expressly required by 
section 2144.03(A) of the MPEP. Indeed, even assuming arguendo that the 
various matters set out in pages 10-12 are fact, these facts would be neither of 
notorious character nor instantly and unquestionably demonstrable, e.g., exist in 
a manner so as to be Shariah compliant. Moreover, courts have long rejected the 
notion that official notice can be taken on the state of the art. {See 
Memorandum to Patent Examining Corps from tiie Deputy Commissioner 
for Patent Examining Poiicy regarding Procedures for Reiying on Facts 
Which are Not of Record as Common Sense or for Tailing Officiai Notice, 
n.6, citing In re Eynde, 480 F.2d 1364, 1370, 178 USPQ 470, 474 (CCPA 1973)). 
Thus, fourth, the rejection's attempt to Officially Notice the 
level of ordinary skill in the art is also improper as a matter of law. 

Fourth, the aforementioned facts must be presented in a manner that 
would permit Applicant to make a determination as to whether there is a proper 
reason to combine or modify, in view of the Shariah compliant element of the 
claims. In this regard, the Examiner is required to provide information explaining 
how the facts set out as "Official Notice" appear in the prior art so as not to be 
inconsistent with the Shariah compliant element of the claims. See, e.g., the 
Decision of the Shariah Appellate Bench of the Supreme Court of Pakistan. 

In sum, the Office's attempts at Official Notice are improper and 
traversed. Consequently, there are evidentiary gaps in the rejections of the 
claims that are fatal to a prima facie case of obviousness. 

It is respectfully submitted that Applicant specifically pointed out error in the Examiner's 
action and stated why. Therefore it is improper to contend, as has been done in the Final 
Rejection, that the attempted official notice of a fact is not admitted prior art, and thus a case of 
prima facie obviousness has not been made out. 

In sum, the Examiner has the initial burden of proof in presenting a prima facie case of 
unpatentablity. See In re Oetiker, 977 F.2D 1443, 24 USPQ2d 1443, 144 (Fed. Cir. 1993), 
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however, this burden was not been met. The rejections must be in error because there is no 
disclosure of a claim element (there must be mere hindsight reconstruction because the only 
mention of the claim element in the record is in Applicant's disclosure), the modification would 
contradict the explicit teachings of the base reference Gould, and the element which is absent 
from the cited art becomes of record only by the naked assertion of the Examiner as to the 
nature and content of the prior art. The Examiner's attempts at official notice, common 
knowledge, etc. are improper, have been traversed, and cannot be premised on "admitted prior 
art." The Examiner has not shown prima facie obviousness, and thus the rejection of this claim 
is improper. 

4. Claim 14 

In the Final Rejection, at page 14, the Examiner contends that "because Applicant has not 
specifically pointed out any errors in the Examiner's action, the officially noticed facts in the 23 
June 2009 Office Action are deemed admitted prior art. 

In response, it is respectfully submitted that the traversal was proper, such that the 
attempted official notice of a fact is not admitted prior art, and thus a case of prima facie 
obviousness has not been made out. 

In Applicant's filing of December 23, 2009, responsive to the Office Action of June 23, 

2009, Applicant stated the following: 

Yet further, at pages 10-12, the Examiner takes Official Notice of 
seemingly all claim requirements for claims 2, 6, and 13-26. This is improper as 
an attempt to officially notice a fact, which is not in compliance with the PTO's 
own procedures. See Memorandum to Patent Examining Corps from tine 
Deputy Commissioner for Patent Examining Policy, a courtesy copy of which 
is being filed herewith. Proper use of Official Notice requires compliance with 
several obligations expressly set forth in the Manual of Patent Examining 
Procedure. The Office has failed to meet these obligations. Specifically, the 
Office has failed to satisfy its obligations under MPEP § 2144.03. MPEP § 
2144.03 (B), for example, expressly requires the Office to provide specific factual 
findings predicated on sound technical and scientific reasoning to support taking 
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Official Notice. The MPEP goes on to explain that this means that the Office 
should present an Applicant with the explicit basis on which Official Notice is 
based so that the Applicant is able to challenge the assertion in the next reply 
after the Office Action. {MPEP §2144.03(8)). Naked assertions about what is 
allegedly known in the art, like those made in the Office Action, cannot satisfy 
these requirements. Applicant respectfully requires establishing the contended 
facts. 

Second, in view of the rejection of claim 1 , the Office Action relies on 
Official Notice as the "principal evidence" upon which the rejection of claims 2, 6, 
and 13-26 is based. Official Notice cannot be used in this manner. As Section 
2144.03(A) of the MPEP expressly warns, it is never appropriate to rely solely on 
Official Notice as the principal evidence upon which a rejection was based. 
Instead, Official Notice is only appropriate for facts and that serve to "fill in the 
gaps" in a rejection. {MPEP § 2144.03(A)). This is why Official Notice is to be 
judiciously applied. {MPEP § 2144.03). It is unreasonable to conclude that the 
Office has used Official Notice to "fill in" a gaps in rejecting claims 2, 6, and 13- 
26 is based solely on Official Notice, in view of the rejection of claim 1 . 

Third, the rejection attempts to take Official Notice of matter that is not 
"capable of instant and unquestionable demonstration", as expressly required by 
section 2144.03(A) of the MPEP. Indeed, even assuming arguendo that the 
various matters set out in pages 10-12 are fact, these facts would be neither of 
notorious character nor instantly and unquestionably demonstrable, e.g., exist in 
a manner so as to be Shariah compliant. Moreover, courts have long rejected the 
notion that official notice can be taken on the state of the art. (See 
Memorandum to Patent Examining Corps from ttie Deputy Commissioner 
for Patent Examining Poiicy regarding Procedures for Relying on Facts 
Wliicli are Not of Record as Common Sense or for Taldng Official Notice, 
n.6, citing In re Eynde, 480 F.2d 1364, 1370, 178 USPQ 470, 474 (CCPA 1973)). 
Thus, fourth, the rejection's attempt to Officially Notice the 
level of ordinary skill in the art is also improper as a matter of law. 

Fourth, the aforementioned facts must be presented in a manner that 
would permit Applicant to make a determination as to whether there is a proper 
reason to combine or modify, in view of the Shariah compliant element of the 
claims. In this regard, the Examiner is required to provide information explaining 
how the facts set out as "Official Notice" appear in the prior art so as not to be 
inconsistent with the Shariah compliant element of the claims. See, e.g., the 
Decision of the Shariah Appellate Bench of the Supreme Court of Pakistan. 

In sum, the Office's attempts at Official Notice are improper and 
traversed. Consequently, there are evidentiary gaps in the rejections of the 
claims that are fatal to a prima facie case of obviousness. 

It is respectfully submitted that Applicant specifically pointed out error in the Examiner's 
action and stated why. Therefore it is improper to contend, as has been done in the Final 
Rejection, that the attempted official notice of a fact is not admitted prior art, and thus a case of 
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prima facie obviousness has not been made out. 

In sum, the Examiner has the initial burden of proof in presenting a prima facie case of 
unpatentablity. See In re Oetiker, 977 F.2D 1443, 24 USPQ2d 1443, 144 (Fed. Cir. 1993), 
however, this burden was not been met. The rejections must be in error because there is no 
disclosure of a claim element (there must be mere hindsight reconstruction because the only 
mention of the claim element in the record is in Applicant's disclosure), the modification would 
contradict the explicit teachings of the base reference Gould, and the element which is absent 
from the cited art becomes of record only by the naked assertion of the Examiner as to the 
nature and content of the prior art. The Examiner's attempts at official notice, common 
knowledge, etc. are improper, have been traversed, and cannot be premised on "admitted prior 
art." The Examiner has not shown prima facie obviousness, and thus the rejection of this claim 
is improper. 

5. Claim 15 

In the Final Rejection, at page 14, the Examiner contends that "because Applicant has not 
specifically pointed out any errors in the Examiner's action, the officially noticed facts in the 23 
June 2009 Office Action are deemed admitted prior art. 

In response, it is respectfully submitted that the traversal was proper, such that the 
attempted official notice of a fact is not admitted prior art, and thus a case of prima facie 
obviousness has not been made out. 

In Applicant's filing of December 23, 2009, responsive to the Office Action of June 23, 

2009, Applicant stated the following: 

Yet further, at pages 10-12, the Examiner takes Official Notice of 
seemingly all claim requirements for claims 2, 6, and 13-26. This is improper as 
an attempt to officially notice a fact, which is not in compliance with the PTO's 
own procedures. See Memorandum to Patent Examining Corps from tlie 
Deputy Commissioner for Patent Examining Poiicy, a courtesy copy of which 
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is being filed tierewitli. Proper use of Official Notice requires compliance with 
several obligations expressly set forth in the Manual of Patent Examining 
Procedure. The Office has failed to meet these obligations. Specifically, the 
Office has failed to satisfy its obligations under MPEP § 2144.03. MPEP § 
2144.03 (B), for example, expressly requires the Office to provide specific factual 
findings predicated on sound technical and scientific reasoning to support taking 
Official Notice. The MPEP goes on to explain that this means that the Office 
should present an Applicant with the explicit basis on which Official Notice is 
based so that the Applicant is able to challenge the assertion in the next reply 
after the Office Action. {MPEP §2144.03(8)). Naked assertions about what is 
allegedly known in the art, like those made in the Office Action, cannot satisfy 
these requirements. Applicant respectfully requires establishing the contended 
facts. 

Second, in view of the rejection of claim 1 , the Office Action relies on 
Official Notice as the "principal evidence" upon which the rejection of claims 2, 6, 
and 13-26 is based. Official Notice cannot be used in this manner. As Section 
2144.03(A) of the MPEP expressly warns, it is never appropriate to rely solely on 
Official Notice as the principal evidence upon which a rejection was based. 
Instead, Official Notice is only appropriate for facts and that serve to "fill in the 
gaps" in a rejection. {MPEP § 2144.03(A)). This is why Official Notice is to be 
judiciously applied. {MPEP § 2144.03). It is unreasonable to conclude that the 
Office has used Official Notice to "fill in" a gaps in rejecting claims 2, 6, and 13- 
26 is based solely on Official Notice, in view of the rejection of claim 1 . 

Third, the rejection attempts to take Official Notice of matter that is not 
"capable of instant and unquestionable demonstration", as expressly required by 
section 2144.03(A) of the MPEP. Indeed, even assuming arguendo that the 
various matters set out in pages 1 0-1 2 are fact, these facts would be neither of 
notorious character nor instantly and unquestionably demonstrable, e.g., exist in 
a manner so as to be Shariah compliant. Moreover, courts have long rejected the 
notion that official notice can be taken on the state of the art. {See 
Memorandum to Patent Examining Corps from tiie Deputy Commissioner 
for Patent Examining Poiicy regarding Procedures for Reiying on Facts 
Wtiicti are Not of Record as Common Sense or for Tailing Official Notice, 
n.6, citing In re Eynde, 480 F.2d 1364, 1370, 178 USPQ 470, 474 (CCPA 1973)). 
Thus, fourth, the rejection's attempt to Officially Notice the 
level of ordinary skill in the art is also improper as a matter of law. 

Fourth, the aforementioned facts must be presented in a manner that 
would permit Applicant to make a determination as to whether there is a proper 
reason to combine or modify, in view of the Shariah compliant element of the 
claims. In this regard, the Examiner is required to provide information explaining 
how the facts set out as "Official Notice" appear in the prior art so as not to be 
inconsistent with the Shariah compliant element of the claims. See, e.g., the 
Decision of the Shariah Appellate Bench of the Supreme Court of Pakistan. 

In sum, the Office's attempts at Official Notice are improper and 
traversed. Consequently, there are evidentiary gaps in the rejections of the 
claims that are fatal to a prima facie case of obviousness. 
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It is respectfully submitted that Applicant specifically pointed out error in the Examiner's 
action and stated why. Therefore it is improper to contend, as has been done in the Final 
Rejection, that the attempted official notice of a fact is not admitted prior art, and thus a case of 
prima facie obviousness has not been made out. 

In sum, the Examiner has the initial burden of proof in presenting a prima facie case of 
unpatentablity. See In re Oetiker, 977 F.2D 1443, 24 USPQ2d 1443, 144 (Fed. Cir. 1993), 
however, this burden was not been met. The rejections must be in error because there is no 
disclosure of a claim element (there must be mere hindsight reconstruction because the only 
mention of the claim element in the record is in Applicant's disclosure), the modification would 
contradict the explicit teachings of the base reference Gould, and the element which is absent 
from the cited art becomes of record only by the naked assertion of the Examiner as to the 
nature and content of the prior art. The Examiner's attempts at official notice, common 
knowledge, etc. are improper, have been traversed, and cannot be premised on "admitted prior 
art." The Examiner has not shown prima facie obviousness, and thus the rejection of this claim 
is improper. 

6. Claim16 

In the Final Rejection, at page 14, the Examiner contends that "because Applicant has not 
specifically pointed out any errors in the Examiner's action, the officially noticed facts in the 23 
June 2009 Office Action are deemed admitted prior art. 

In response, it is respectfully submitted that the traversal was proper, such that the 
attempted official notice of a fact is not admitted prior art, and thus a case of prima facie 
obviousness has not been made out. 

In Applicant's filing of December 23, 2009, responsive to the Office Action of June 23, 
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2009, Applicant stated the following: 

Yet further, at pages 10-12, the Examiner takes Official Notice of 
seemingly all claim requirements for claims 2, 6, and 13-26. This is improper as 
an attempt to officially notice a fact, which is not in compliance with the PTO's 
own procedures. See Memorandum to Patent Examining Corps from tiie 
Deputy Commissioner for Patent Examining Poiicy, a courtesy copy of which 
is being filed herewith. Proper use of Official Notice requires compliance with 
several obligations expressly set forth in the l\/lanual of Patent Examining 
Procedure. The Office has failed to meet these obligations. Specifically, the 
Office has failed to satisfy its obligations under MPEP § 2144.03. MPEP § 
2144.03 (B), for example, expressly requires the Office to provide specific factual 
findings predicated on sound technical and scientific reasoning to support taking 
Official Notice. The /WPEPgoes on to explain that this means that the Office 
should present an Applicant with the explicit basis on which Official Notice is 
based so that the Applicant is able to challenge the assertion in the next reply 
after the Office Action. (/WPEP §2144.03(8)). Naked assertions about what is 
allegedly known in the art, like those made in the Office Action, cannot satisfy 
these requirements. Applicant respectfully requires establishing the contended 
facts. 

Second, in view of the rejection of claim 1 , the Office Action relies on 
Official Notice as the "principal evidence" upon which the rejection of claims 2, 6, 
and 13-26 is based. Official Notice cannot be used in this manner. As Section 
2144.03(A) of the MPEP expressly warns, it is never appropriate to rely solely on 
Official Notice as the principal evidence upon which a rejection was based. 
Instead, Official Notice is only appropriate for facts and that serve to "fill in the 
gaps" in a rejection. {MPEP § 2144.03(A)). This is why Official Notice is to be 
judiciously applied. (MPEP § 2144.03). It is unreasonable to conclude that the 
Office has used Official Notice to "fill in" a gaps in rejecting claims 2, 6, and 13- 
26 is based solely on Official Notice, in view of the rejection of claim 1 . 

Third, the rejection attempts to take Official Notice of matter that is not 
"capable of instant and unquestionable demonstration", as expressly required by 
section 2144.03(A) of the MPEP. Indeed, even assuming arguendo that the 
various matters set out in pages 10-12 are fact, these facts would be neither of 
notorious character nor instantly and unquestionably demonstrable, e.g., exist in 
a manner so as to be Shariah compliant. Moreover, courts have long rejected the 
notion that official notice can be taken on the state of the art. (See 
IVIemorandum to Patent Examining Corps from the Deputy Commissioner 
for Patent Examining Poiicy regarding Procedures for Relying on Facts 
Which are Not of Record as Common Sense or for Taking Official Notice, 
n.6, citing In re Eynde, 480 F.2d 1364, 1370, 178 USPQ 470, 474 (CCPA 1973)). 
Thus, fourth, the rejection's attempt to Officially Notice the 
level of ordinary skill in the art is also improper as a matter of law. 

Fourth, the aforementioned facts must be presented in a manner that 
would permit Applicant to make a determination as to whether there is a proper 
reason to combine or modify, in view of the Shariah compliant element of the 
claims. In this regard, the Examiner is required to provide information explaining 
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how the facts set out as "Official Notice" appear in the prior art so as not to be 
inconsistent with the Shariah compliant element of the claims. See, e.g., the 
Decision of the Shariah Appellate Bench of the Supreme Court of Pakistan. 

In sum, the Office's attempts at Official Notice are improper and 
traversed. Consequently, there are evidentiary gaps in the rejections of the 
claims that are fatal to a prima facie case of obviousness. 

It is respectfully submitted that Applicant specifically pointed out error in the Examiner's 
action and stated why. Therefore it is improper to contend, as has been done in the Final 
Rejection, that the attempted official notice of a fact is not admitted prior art, and thus a case of 
prima facie obviousness has not been made out. 

In sum, the Examiner has the initial burden of proof in presenting a prima facie case of 
unpatentablity. See In re Oetiker, 977 F.2D 1443, 24 USPQ2d 1443, 144 (Fed. CIr. 1993), 
however, this burden was not been met. The rejections must be in error because there is no 
disclosure of a claim element (there must be mere hindsight reconstruction because the only 
mention of the claim element in the record is in Applicant's disclosure), the modification would 
contradict the explicit teachings of the base reference Gould, and the element which is absent 
from the cited art becomes of record only by the naked assertion of the Examiner as to the 
nature and content of the prior art. The Examiner's attempts at official notice, common 
knowledge, etc. are improper, have been traversed, and cannot be premised on "admitted prior 
art." The Examiner has not shown prima facie obviousness, and thus the rejection of this claim 
is improper. 

7. Claim 17 

In the Final Rejection, at page 14, the Examiner contends that "because Applicant has not 
specifically pointed out any errors in the Examiner's action, the officially noticed facts in the 23 
June 2009 Office Action are deemed admitted prior art. 

In response, it is respectfully submitted that the traversal was proper, such that the 
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attempted official notice of a fact is not admitted prior art, and thus a case of prima facie 

obviousness has not been made out. 

In Applicant's filing of December 23, 2009, responsive to the Office Action of June 23, 

2009, Applicant stated the following: 

Yet further, at pages 10-12, the Examiner takes Official Notice of 
seemingly all claim requirements for claims 2, 6, and 13-26. This is improper as 
an attempt to officially notice a fact, which is not in compliance with the PTO's 
own procedures. See Memorandum to Patent Examining Corps from ttie 
Deputy Commissioner for Patent Examining Policy, a courtesy copy of which 
is being filed herewith. Proper use of Official Notice requires compliance with 
several obligations expressly set forth in the Manual of Patent Examining 
Procedure. The Office has failed to meet these obligations. Specifically, the 
Office has failed to satisfy its obligations under MPEP § 2144.03. MPEP § 
2144.03 (B), for example, expressly requires the Office to provide specific factual 
findings predicated on sound technical and scientific reasoning to support taking 
Official Notice. The MPEP goes on to explain that this means that the Office 
should present an Applicant with the explicit basis on which Official Notice is 
based so that the Applicant is able to challenge the assertion in the next reply 
after the Office Action. {MPEP §2144.03(8)). Naked assertions about what is 
allegedly known in the art, like those made in the Office Action, cannot satisfy 
these requirements. Applicant respectfully requires establishing the contended 
facts. 

Second, in view of the rejection of claim 1 , the Office Action relies on 
Official Notice as the "principal evidence" upon which the rejection of claims 2, 6, 
and 13-26 is based. Official Notice cannot be used in this manner. As Section 
2144.03(A) of the MPEP expressly warns, it is never appropriate to rely solely on 
Official Notice as the principal evidence upon which a rejection was based. 
Instead, Official Notice is only appropriate for facts and that serve to "fill in the 
gaps" in a rejection. {MPEP § 2144.03(A)). This is why Official Notice is to be 
judiciously applied. {MPEP § 2144.03). It is unreasonable to conclude that the 
Office has used Official Notice to "fill in" a gaps in rejecting claims 2, 6, and 13- 
26 is based solely on Official Notice, in view of the rejection of claim 1 . 

Third, the rejection attempts to take Official Notice of matter that is not 
"capable of instant and unquestionable demonstration", as expressly required by 
section 2144.03(A) of the MPEP. Indeed, even assuming arguendo that the 
various matters set out in pages 10-12 are fact, these facts would be neither of 
notorious character nor instantly and unquestionably demonstrable, e.g., exist in 
a manner so as to be Shariah compliant. Moreover, courts have long rejected the 
notion that official notice can be taken on the state of the art. {See 
Memorandum to Patent Examining Corps from tlie Deputy Commissioner 
for Patent Examining Policy regarding Procedures for Relying on Facts 
Which are Not of Record as Common Sense or for Taking Official Notice, 
n.6, citing In re Eynde, 480 F.2d 1364, 1370, 178 USPQ 470, 474 (CCPA 1973)). 
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Thus, fourth, the rejection's attempt to Officially Notice the 

level of ordinary skill in the art is also improper as a matter of law. 

Fourth, the aforementioned facts must be presented in a manner that 
would permit Applicant to make a determination as to whether there is a proper 
reason to combine or modify, in view of the Shariah compliant element of the 
claims. In this regard, the Examiner is required to provide information explaining 
how the facts set out as "Official Notice" appear in the prior art so as not to be 
inconsistent with the Shariah compliant element of the claims. See, e.g., the 
Decision of the Shariah Appellate Bench of the Supreme Court of Pakistan. 

In sum, the Office's attempts at Official Notice are improper and 
traversed. Consequently, there are evidentiary gaps in the rejections of the 
claims that are fatal to a prima facie case of obviousness. 

It is respectfully submitted that Applicant specifically pointed out error in the Examiner's 
action and stated why. Therefore it is improper to contend, as has been done in the Final 
Rejection, that the attempted official notice of a fact is not admitted prior art, and thus a case of 
prima facie obviousness has not been made out. 

In sum, the Examiner has the initial burden of proof in presenting a prima facie case of 
unpatentablity. See In re Oetiker, 977 F.2D 1443, 24 USPQ2d 1443, 144 (Fed. Cir. 1993), 
however, this burden was not been met. The rejections must be in error because there is no 
disclosure of a claim element (there must be mere hindsight reconstruction because the only 
mention of the claim element in the record is in Applicant's disclosure), the modification would 
contradict the explicit teachings of the base reference Gould, and the element which is absent 
from the cited art becomes of record only by the naked assertion of the Examiner as to the 
nature and content of the prior art. The Examiner's attempts at official notice, common 
knowledge, etc. are improper, have been traversed, and cannot be premised on "admitted prior 
art." The Examiner has not shown prima facie obviousness, and thus the rejection of this claim 
is improper. 

8. Claim 18 

In the Final Rejection, at page 14, the Examiner contends that "because Applicant has not 
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specifically pointed out any errors in the Examiner's action, the officially noticed facts in the 23 
June 2009 Office Action are deemed admitted prior art. 

In response, it is respectfully submitted that the traversal was proper, such that the 
attempted official notice of a fact is not admitted prior art, and thus a case of prima facie 
obviousness has not been made out. 

In Applicant's filing of December 23, 2009, responsive to the Office Action of June 23, 

2009, Applicant stated the following: 

Yet further, at pages 10-12, the Examiner takes Official Notice of 
seemingly all claim requirements for claims 2, 6, and 13-26. This is improper as 
an attempt to officially notice a fact, which is not in compliance with the PTO's 
own procedures. See Memorandum to Patent Examining Corps from tlie 
Deputy Commissioner for Patent Examining Poiicy, a courtesy copy of which 
is being filed herewith. Proper use of Official Notice requires compliance with 
several obligations expressly set forth in the Manual of Patent Examining 
Procedure. The Office has failed to meet these obligations. Specifically, the 
Office has failed to satisfy its obligations under MPEP § 2144.03. MPEP § 
2144.03 (B), for example, expressly requires the Office to provide specific factual 
findings predicated on sound technical and scientific reasoning to support taking 
Official Notice. The MPEP goes on to explain that this means that the Office 
should present an Applicant with the explicit basis on which Official Notice is 
based so that the Applicant is able to challenge the assertion in the next reply 
after the Office Action. {MPEP §2144.03(8)). Naked assertions about what is 
allegedly known in the art, like those made in the Office Action, cannot satisfy 
these requirements. Applicant respectfully requires establishing the contended 
facts. 

Second, in view of the rejection of claim 1 , the Office Action relies on 
Official Notice as the "principal evidence" upon which the rejection of claims 2, 6, 
and 13-26 is based. Official Notice cannot be used in this manner. As Section 
2144.03(A) of the MPEP expressly warns, it is never appropriate to rely solely on 
Official Notice as the principal evidence upon which a rejection was based. 
Instead, Official Notice is only appropriate for facts and that serve to "fill in the 
gaps" in a rejection. {MPEP § 2144.03(A)). This is why Official Notice is to be 
judiciously applied. {MPEP § 2144.03). It is unreasonable to conclude that the 
Office has used Official Notice to "fill in" a gaps in rejecting claims 2, 6, and 13- 
26 is based solely on Official Notice, in view of the rejection of claim 1 . 

Third, the rejection attempts to take Official Notice of matter that is not 
"capable of instant and unquestionable demonstration", as expressly required by 
section 2144.03(A) of the MPEP. Indeed, even assuming arguendo that the 
various matters set out in pages 10-12 are fact, these facts would be neither of 
notorious character nor instantly and unquestionably demonstrable, e.g., exist in 
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a manner so as to be Shariah compliant. Moreover, courts have long rejected the 
notion that official notice can be taken on the state of the art. (See 
Memorandum to Patent Examining Corps from the Deputy Commissioner 
for Patent Examining Policy regarding Procedures for Relying on Facts 
Which are Not of Record as Common Sense or for Taking Official Notice, 
n.6, citing In re Eynde, 480 F.2d 1364, 1370, 178 USPQ 470, 474 (CCPA 1973)). 
Thus, fourth, the rejection's attempt to Officially Notice the 
level of ordinary skill in the art is also improper as a matter of law. 

Fourth, the aforementioned facts must be presented in a manner that 
would permit Applicant to make a determination as to whether there is a proper 
reason to combine or modify, in view of the Shariah compliant element of the 
claims. In this regard, the Examiner is required to provide information explaining 
how the facts set out as "Official Notice" appear in the prior art so as not to be 
inconsistent with the Shariah compliant element of the claims. See, e.g., the 
Decision of the Shariah Appellate Bench of the Supreme Court of Pakistan. 

In sum, the Office's attempts at Official Notice are improper and 
traversed. Consequently, there are evidentiary gaps in the rejections of the 
claims that are fatal to a prima facie case of obviousness. 

It is respectfully submitted that Applicant specifically pointed out error in the Examiner's 
action and stated why. Therefore it is improper to contend, as has been done in the Final 
Rejection, that the attempted official notice of a fact is not admitted prior art, and thus a case of 
prima facie obviousness has not been made out. 

In sum, the Examiner has the initial burden of proof in presenting a prima facie case of 
unpatentablity. See In re Oetiker, 977 F.2D 1443, 24 USPQ2d 1443, 144 (Fed. Cir. 1993), 
however, this burden was not been met. The rejections must be in error because there is no 
disclosure of a claim element (there must be mere hindsight reconstruction because the only 
mention of the claim element in the record is in Applicant's disclosure), the modification would 
contradict the explicit teachings of the base reference Gould, and the element which is absent 
from the cited art becomes of record only by the naked assertion of the Examiner as to the 
nature and content of the prior art. The Examiner's attempts at official notice, common 
knowledge, etc. are improper, have been traversed, and cannot be premised on "admitted prior 
art." The Examiner has not shown prima facie obviousness, and thus the rejection of this claim 
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is improper. 

9. Claim 19 

In the Final Rejection, at page 14, the Examiner contends that "because Applicant has not 
specifically pointed out any errors in the Examiner's action, the officially noticed facts in the 23 
June 2009 Office Action are deemed admitted prior art. 

In response, it is respectfully submitted that the traversal was proper, such that the 
attempted official notice of a fact is not admitted prior art, and thus a case of prima facie 
obviousness has not been made out. 

In Applicant's filing of December 23, 2009, responsive to the Office Action of June 23, 

2009, Applicant stated the following: 

Yet further, at pages 10-12, the Examiner takes Official Notice of 
seemingly all claim requirements for claims 2, 6, and 13-26. This is improper as 
an attempt to officially notice a fact, which is not in compliance with the PTO's 
own procedures. See Memorandum to Patent Examining Corps from ttie 
Deputy Commissioner for Patent Examining Policy, a courtesy copy of which 
is being filed herewith. Proper use of Official Notice requires compliance with 
several obligations expressly set forth in the (Manual of Patent Examining 
Procedure. The Office has failed to meet these obligations. Specifically, the 
Office has failed to satisfy its obligations under MPEP § 2144.03. MPEP § 
2144.03 (B), for example, expressly requires the Office to provide specific factual 
findings predicated on sound technical and scientific reasoning to support taking 
Official Notice. The MPEP goes on to explain that this means that the Office 
should present an Applicant with the explicit basis on which Official Notice is 
based so that the Applicant is able to challenge the assertion in the next reply 
after the Office Action. (MPEP §2144.03(8)). Naked assertions about what is 
allegedly known in the art, like those made in the Office Action, cannot satisfy 
these requirements. Applicant respectfully requires establishing the contended 
facts. 

Second, in view of the rejection of claim 1 , the Office Action relies on 
Official Notice as the "principal evidence" upon which the rejection of claims 2, 6, 
and 13-26 is based. Official Notice cannot be used in this manner. As Section 
2144.03(A) of the MPEP expressly warns, it is never appropriate to rely solely on 
Official Notice as the principal evidence upon which a rejection was based. 
Instead, Official Notice is only appropriate for facts and that serve to "fill in the 
gaps" in a rejection. {MPEP § 2144.03(A)). This is why Official Notice is to be 
judiciously applied. {MPEP § 2144.03). It is unreasonable to conclude that the 
Office has used Official Notice to "fill in" a gaps in rejecting claims 2, 6, and 13- 
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26 is based solely on Official Notice, in view of the rejection of claim 1 . 

Third, the rejection attempts to take Official Notice of matter that is not 
"capable of instant and unquestionable demonstration", as expressly required by 
section 2144.03(A) of the MPEP. Indeed, even assuming arguendo that the 
various matters set out in pages 10-12 are fact, these facts would be neither of 
notorious character nor instantly and unquestionably demonstrable, e.g., exist in 
a manner so as to be Shariah compliant. Moreover, courts have long rejected the 
notion that official notice can be taken on the state of the art. (See 
Memorandum to Patent Examining Corps from tlie Deputy Commissioner 
for Patent Examining Policy regarding Procedures for Relying on Facts 
Wtiicti are Not of Record as Common Sense or for Taking Official Notice, 
n.6, citing In re Eynde, 480 F.2d 1364, 1370, 178 USPQ 470, 474 (CCPA 1973)). 
Thus, fourth, the rejection's attempt to Officially Notice the 
level of ordinary skill in the art is also improper as a matter of law. 

Fourth, the aforementioned facts must be presented in a manner that 
would permit Applicant to make a determination as to whether there is a proper 
reason to combine or modify, in view of the Shariah compliant element of the 
claims. In this regard, the Examiner is required to provide information explaining 
how the facts set out as "Official Notice" appear in the prior art so as not to be 
inconsistent with the Shariah compliant element of the claims. See, e.g., the 
Decision of the Shariah Appellate Bench of the Supreme Court of Pakistan. 

In sum, the Office's attempts at Official Notice are improper and 
traversed. Consequently, there are evidentiary gaps in the rejections of the 
claims that are fatal to a prima facie case of obviousness. 

It is respectfully submitted that Applicant specifically pointed out error in the Examiner's 
action and stated why. Therefore it is improper to contend, as has been done in the Final 
Rejection, that the attempted official notice of a fact is not admitted prior art, and thus a case of 
prima facie obviousness has not been made out. 

In sum, the Examiner has the initial burden of proof in presenting a prima facie case of 
unpatentablity. See In re Oetiker, 977 F.2D 1443, 24 USPQ2d 1443, 144 (Fed. Cir. 1993), 
however, this burden was not been met. The rejections must be in error because there is no 
disclosure of a claim element (there must be mere hindsight reconstruction because the only 
mention of the claim element in the record is in Applicant's disclosure), the modification would 
contradict the explicit teachings of the base reference Gould, and the element which is absent 
from the cited art becomes of record only by the naked assertion of the Examiner as to the 
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nature and content of the prior art. The Examiner's attempts at official notice, common 
knowledge, etc. are improper, have been traversed, and cannot be premised on "admitted prior 
art." The Examiner has not shown prima facie obviousness, and thus the rejection of this claim 
is improper. 

10. Claim 20 

In the Final Rejection, at page 14, the Examiner contends that "because Applicant has not 
specifically pointed out any errors in the Examiner's action, the officially noticed facts in the 23 
June 2009 Office Action are deemed admitted prior art. 

In response, it is respectfully submitted that the traversal was proper, such that the 
attempted official notice of a fact is not admitted prior art, and thus a case of prima facie 
obviousness has not been made out. 

In Applicant's filing of December 23, 2009, responsive to the Office Action of June 23, 

2009, Applicant stated the following: 

Yet further, at pages 10-12, the Examiner takes Official Notice of 
seemingly all claim requirements for claims 2, 6, and 13-26. This is improper as 
an attempt to officially notice a fact, which is not in compliance with the PTO's 
own procedures. See Memorandum to Patent Examining Corps from tiie 
Deputy Commissioner for Patent Examining Poiicy, a courtesy copy of which 
is being filed herewith. Proper use of Official Notice requires compliance with 
several obligations expressly set forth in the Manual of Patent Examining 
Procedure. The Office has failed to meet these obligations. Specifically, the 
Office has failed to satisfy its obligations under MPEP § 2144.03. IVIPEP § 
2144.03 (B), for example, expressly requires the Office to provide specific factual 
findings predicated on sound technical and scientific reasoning to support taking 
Official Notice. The MPEP goes on to explain that this means that the Office 
should present an Applicant with the explicit basis on which Official Notice is 
based so that the Applicant is able to challenge the assertion in the next reply 
after the Office Action. {MPEP §2144.03(8)). Naked assertions about what is 
allegedly known in the art, like those made in the Office Action, cannot satisfy 
these requirements. Applicant respectfully requires establishing the contended 
facts. 

Second, in view of the rejection of claim 1 , the Office Action relies on 
Official Notice as the "principal evidence" upon which the rejection of claims 2, 6, 
and 13-26 is based. Official Notice cannot be used in this manner. As Section 
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2144.03(A) of the MPEP expressly warns, it is never appropriate to rely solely on 
Official Notice as the principal evidence upon which a rejection was based. 
Instead, Official Notice is only appropriate for facts and that serve to "fill in the 
gaps" in a rejection. {MPEP § 2144.03(A)). This is why Official Notice is to be 
judiciously applied. {MPEP § 2144.03). It is unreasonable to conclude that the 
Office has used Official Notice to "fill in" a gaps in rejecting claims 2, 6, and 13- 
26 is based solely on Official Notice, in view of the rejection of claim 1 . 

Third, the rejection attempts to take Official Notice of matter that is not 
"capable of instant and unquestionable demonstration", as expressly required by 
section 2144.03(A) of the MPEP. Indeed, even assuming arguendo that the 
various matters set out in pages 10-1 2 are fact, these facts would be neither of 
notorious character nor instantly and unquestionably demonstrable, e.g., exist in 
a manner so as to be Shariah compliant. Moreover, courts have long rejected the 
notion that official notice can be taken on the state of the art. (See 
Memorandum to Patent Examining Corps from ttie Deputy Commissioner 
for Patent Examining Policy regarding Procedures for Relying on Facts 
Which are Not of Record as Common Sense or for Taking Official Notice, 
n.6, citing In re Eynde, 480 F.2d 1364, 1370, 178 USPQ 470, 474 (CCPA 1973)). 
Thus, fourth, the rejection's attempt to Officially Notice the 
level of ordinary skill in the art is also improper as a matter of law. 

Fourth, the aforementioned facts must be presented in a manner that 
would permit Applicant to make a determination as to whether there is a proper 
reason to combine or modify, in view of the Shariah compliant element of the 
claims. In this regard, the Examiner is required to provide information explaining 
how the facts set out as "Official Notice" appear in the prior art so as not to be 
inconsistent with the Shariah compliant element of the claims. See, e.g., the 
Decision of the Shariah Appellate Bench of the Supreme Court of Pakistan. 

In sum, the Office's attempts at Official Notice are improper and 
traversed. Consequently, there are evidentiary gaps in the rejections of the 
claims that are fatal to a prima facie case of obviousness. 

It is respectfully submitted that Applicant specifically pointed out error in the Examiner's 
action and stated why. Therefore it is improper to contend, as has been done in the Final 
Rejection, that the attempted official notice of a fact is not admitted prior art, and thus a case of 
prima facie obviousness has not been made out. 

In sum, the Examiner has the initial burden of proof in presenting a prima facie case of 
unpatentablity. See In re Oetiker, 977 F.2D 1443, 24 USPQ2d 1443, 144 (Fed. Cir. 1993), 
however, this burden was not been met. The rejections must be in error because there is no 
disclosure of a claim element (there must be mere hindsight reconstruction because the only 



48 



Atty. Reference: Guide-P1-03 
Ser. No. 10/680,474 
Art Unit 3686 



mention of tine claim element in the record is in Applicant's disclosure), the modification would 
contradict the explicit teachings of the base reference Gould, and the element which is absent 
from the cited art becomes of record only by the naked assertion of the Examiner as to the 
nature and content of the prior art. The Examiner's attempts at official notice, common 
knowledge, etc. are improper, have been traversed, and cannot be premised on "admitted prior 
art." The Examiner has not shown prima facie obviousness, and thus the rejection of this claim 
is improper. 

11. Claim 21 

In the Final Rejection, at page 14, the Examiner contends that "because Applicant has not 
specifically pointed out any errors in the Examiner's action, the officially noticed facts in the 23 
June 2009 Office Action are deemed admitted prior art. 

In response, it is respectfully submitted that the traversal was proper, such that the 
attempted official notice of a fact is not admitted prior art, and thus a case of prima facie 
obviousness has not been made out. 

In Applicant's filing of December 23, 2009, responsive to the Office Action of June 23, 

2009, Applicant stated the following: 

Yet further, at pages 10-12, the Examiner takes Official Notice of 
seemingly all claim requirements for claims 2, 6, and 13-26. This is improper as 
an attempt to officially notice a fact, which is not in compliance with the PTO's 
own procedures. See Memorandum to Patent Examining Corps from thie 
Deputy Commissioner for Patent Examining Policy, a courtesy copy of which 
is being filed herewith. Proper use of Official Notice requires compliance with 
several obligations expressly set forth in the IVIanual of Patent Examining 
Procedure. The Office has failed to meet these obligations. Specifically, the 
Office has failed to satisfy its obligations under MPEP § 2144.03. MPEP § 
2144.03 (B), for example, expressly requires the Office to provide specific factual 
findings predicated on sound technical and scientific reasoning to support taking 
Official Notice. The MPEP goes on to explain that this means that the Office 
should present an Applicant with the explicit basis on which Official Notice is 
based so that the Applicant is able to challenge the assertion in the next reply 
after the Office Action. {MPEP §2144.03(8)). Naked assertions about what is 
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allegedly known in the art, like those made in the Office Action, cannot satisfy 
these requirements. Applicant respectfully requires establishing the contended 
facts. 

Second, in view of the rejection of claim 1 , the Office Action relies on 
Official Notice as the "principal evidence" upon which the rejection of claims 2, 6, 
and 13-26 is based. Official Notice cannot be used in this manner. As Section 
2144.03(A) of the MPEP expressly warns, it is never appropriate to rely solely on 
Official Notice as the principal evidence upon which a rejection was based. 
Instead, Official Notice is only appropriate for facts and that serve to "fill in the 
gaps" in a rejection. {MPEP § 2144.03(A)). This is why Official Notice is to be 
judiciously applied. {MPEP § 2144.03). It is unreasonable to conclude that the 
Office has used Official Notice to "fill in" a gaps in rejecting claims 2, 6, and 13- 
26 is based solely on Official Notice, in view of the rejection of claim 1 . 

Third, the rejection attempts to take Official Notice of matter that is not 
"capable of instant and unquestionable demonstration", as expressly required by 
section 2144.03(A) of the MPEP. Indeed, even assuming arguendo that the 
various matters set out in pages 10-12 are fact, these facts would be neither of 
notorious character nor instantly and unquestionably demonstrable, e.g., exist in 
a manner so as to be Shariah compliant. Moreover, courts have long rejected the 
notion that official notice can be taken on the state of the art. (See 
Memorandum to Patent Examining Corps from tiie Deputy Commissioner 
for Patent Examining Poiicy regarding Procedures for Reiying on Facts 
Wtiicli are Not of Record as Common Sense or for Taldng Official Notice, 
n.6, citing In re Eynde, 480 F.2d 1364, 1370, 178 USPQ 470, 474 (CCPA 1973)). 
Thus, fourth, the rejection's attempt to Officially Notice the 
level of ordinary skill in the art is also improper as a matter of law. 

Fourth, the aforementioned facts must be presented in a manner that 
would permit Applicant to make a determination as to whether there is a proper 
reason to combine or modify, in view of the Shariah compliant element of the 
claims. In this regard, the Examiner is required to provide information explaining 
how the facts set out as "Official Notice" appear in the prior art so as not to be 
inconsistent with the Shariah compliant element of the claims. See, e.g., the 
Decision of the Shariah Appellate Bench of the Supreme Court of Pakistan. 

In sum, the Office's attempts at Official Notice are improper and 
traversed. Consequently, there are evidentiary gaps in the rejections of the 
claims that are fatal to a prima facie case of obviousness. 

It is respectfully submitted that Applicant specifically pointed out error in the Examiner's 
action and stated why. Therefore it is improper to contend, as has been done in the Final 
Rejection, that the attempted official notice of a fact is not admitted prior art, and thus a case of 
prima facie obviousness has not been made out. 

In sum, the Examiner has the initial burden of proof in presenting a prima facie case of 
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unpatentablity. See In re Oetiker, 977 F.2D 1443, 24 USPQ2d 1443, 144 (Fed. Cir. 1993), 
however, this burden was not been met. The rejections must be in error because there is no 
disclosure of a claim element (there must be mere hindsight reconstruction because the only 
mention of the claim element in the record is in Applicant's disclosure), the modification would 
contradict the explicit teachings of the base reference Gould, and the element which is absent 
from the cited art becomes of record only by the naked assertion of the Examiner as to the 
nature and content of the prior art. The Examiner's attempts at official notice, common 
knowledge, etc. are improper, have been traversed, and cannot be premised on "admitted prior 
art." The Examiner has not shown prima facie obviousness, and thus the rejection of this claim 
is improper. 

12. Claim 22 

In the Final Rejection, at page 14, the Examiner contends that "because Applicant has not 
specifically pointed out any errors in the Examiner's action, the officially noticed facts in the 23 
June 2009 Office Action are deemed admitted prior art. 

In response, it is respectfully submitted that the traversal was proper, such that the 
attempted official notice of a fact is not admitted prior art, and thus a case of prima facie 
obviousness has not been made out. 

In Applicant's filing of December 23, 2009, responsive to the Office Action of June 23, 

2009, Applicant stated the following: 

Yet further, at pages 10-12, the Examiner takes Official Notice of 
seemingly all claim requirements for claims 2, 6, and 13-26. This is improper as 
an attempt to officially notice a fact, which is not in compliance with the PTO's 
own procedures. See Memorandum to Patent Examining Corps from ttie 
Deputy Commissioner for Patent Examining Policy, a courtesy copy of which 
is being filed herewith. Proper use of Official Notice requires compliance with 
several obligations expressly set forth in the Manual of Patent Examining 
Procedure. The Office has failed to meet these obligations. Specifically, the 
Office has failed to satisfy its obligations under MPEP § 2144.03. MPEP § 
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2144.03 (B), for example, expressly requires the Office to provide specific factual 
findings predicated on sound technical and scientific reasoning to support taking 
Official Notice. The MPEP goes on to explain that this means that the Office 
should present an Applicant with the explicit basis on which Official Notice is 
based so that the Applicant is able to challenge the assertion in the next reply 
after the Office Action. {MPEP §2144.03(8)). Naked assertions about what is 
allegedly known in the art, like those made in the Office Action, cannot satisfy 
these requirements. Applicant respectfully requires establishing the contended 
facts. 

Second, in view of the rejection of claim 1 , the Office Action relies on 
Official Notice as the "principal evidence" upon which the rejection of claims 2, 6, 
and 13-26 is based. Official Notice cannot be used in this manner. As Section 
2144.03(A) of the MPEP expressly warns, it is never appropriate to rely solely on 
Official Notice as the principal evidence upon which a rejection was based. 
Instead, Official Notice is only appropriate for facts and that serve to "fill in the 
gaps" in a rejection. {MPEP § 2144.03(A)). This is why Official Notice is to be 
judiciously applied. {MPEP § 2144.03). It is unreasonable to conclude that the 
Office has used Official Notice to "fill in" a gaps in rejecting claims 2, 6, and 13- 
26 is based solely on Official Notice, in view of the rejection of claim 1 . 

Third, the rejection attempts to take Official Notice of matter that is not 
"capable of instant and unquestionable demonstration", as expressly required by 
section 2144.03(A) of the MPEP. Indeed, even assuming arguendo that the 
various matters set out in pages 10-12 are fact, these facts would be neither of 
notorious character nor instantly and unquestionably demonstrable, e.g., exist in 
a manner so as to be Shariah compliant. Moreover, courts have long rejected the 
notion that official notice can be taken on the state of the art. (See 
Memorandum to Patent Examining Corps from the Deputy Commissioner 
for Patent Examining Policy regarding Procedures for Relying on Facts 
Which are Not of Record as Common Sense or for Taking Official Notice, 
n.6, citing In re Eynde, 480 F.2d 1364, 1370, 178 USPQ 470, 474 (CCPA 1973)). 
Thus, fourth, the rejection's attempt to Officially Notice the 
level of ordinary skill in the art is also improper as a matter of law. 

Fourth, the aforementioned facts must be presented in a manner that 
would permit Applicant to make a determination as to whether there is a proper 
reason to combine or modify, in view of the Shariah compliant element of the 
claims. In this regard, the Examiner is required to provide information explaining 
how the facts set out as "Official Notice" appear in the prior art so as not to be 
inconsistent with the Shariah compliant element of the claims. See, e.g., the 
Decision of the Shariah Appellate Bench of the Supreme Court of Pakistan. 

In sum, the Office's attempts at Official Notice are improper and 
traversed. Consequently, there are evidentiary gaps in the rejections of the 
claims that are fatal to a prima facie case of obviousness. 

It is respectfully submitted that Applicant specifically pointed out error in the Examiner's 
action and stated why. Therefore it is improper to contend, as has been done in the Final 
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Rejection, that the attempted official notice of a fact is not admitted prior art, and thus a case of 
prima facie obviousness has not been made out. 

In sum, the Examiner has the initial burden of proof in presenting a prima facie case of 
unpatentablity. See In re Oetiker, 977 F.2D 1443, 24 USPQ2d 1443, 144 (Fed. Cir. 1993), 
however, this burden was not been met. The rejections must be in error because there is no 
disclosure of a claim element (there must be mere hindsight reconstruction because the only 
mention of the claim element in the record is in Applicant's disclosure), the modification would 
contradict the explicit teachings of the base reference Gould, and the element which is absent 
from the cited art becomes of record only by the naked assertion of the Examiner as to the 
nature and content of the prior art. The Examiner's attempts at official notice, common 
knowledge, etc. are improper, have been traversed, and cannot be premised on "admitted prior 
art." The Examiner has not shown prima facie obviousness, and thus the rejection of this claim 
is improper. 

13. Claim 23 

In the Final Rejection, at page 14, the Examiner contends that "because Applicant has not 
specifically pointed out any errors in the Examiner's action, the officially noticed facts in the 23 
June 2009 Office Action are deemed admitted prior art. 

In response, it is respectfully submitted that the traversal was proper, such that the 
attempted official notice of a fact is not admitted prior art, and thus a case of prima facie 
obviousness has not been made out. 

In Applicant's filing of December 23, 2009, responsive to the Office Action of June 23, 

2009, Applicant stated the following: 

Yet further, at pages 10-12, the Examiner takes Official Notice of 
seemingly all claim requirements for claims 2, 6, and 13-26. This is improper as 
an attempt to officially notice a fact, which is not in compliance with the PTO's 
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own procedures. See Memorandum to Patent Examining Corps from ttie 
Deputy Commissioner for Patent Examining Policy, a courtesy copy of which 
is being filed herewith. Proper use of Official Notice requires compliance with 
several obligations expressly set forth in the Manual of Patent Examining 
Procedure. The Office has failed to meet these obligations. Specifically, the 
Office has failed to satisfy its obligations under MPEP § 2144.03. MPEP § 
2144.03 (B), for example, expressly requires the Office to provide specific factual 
findings predicated on sound technical and scientific reasoning to support taking 
Official Notice. The MPEP goes on to explain that this means that the Office 
should present an Applicant with the explicit basis on which Official Notice is 
based so that the Applicant is able to challenge the assertion in the next reply 
after the Office Action. {MPEP §2144.03(8)). Naked assertions about what is 
allegedly known in the art, like those made in the Office Action, cannot satisfy 
these requirements. Applicant respectfully requires establishing the contended 
facts. 

Second, in view of the rejection of claim 1 , the Office Action relies on 
Official Notice as the "principal evidence" upon which the rejection of claims 2, 6, 
and 13-26 is based. Official Notice cannot be used in this manner. As Section 
2144.03(A) of the MPEP expressly warns, it is never appropriate to rely solely on 
Official Notice as the principal evidence upon which a rejection was based. 
Instead, Official Notice is only appropriate for facts and that serve to "fill in the 
gaps" in a rejection. {MPEP § 2144.03(A)). This is why Official Notice is to be 
judiciously applied. {MPEP § 2144.03). It is unreasonable to conclude that the 
Office has used Official Notice to "fill in" a gaps in rejecting claims 2, 6, and 13- 
26 is based solely on Official Notice, in view of the rejection of claim 1 . 

Third, the rejection attempts to take Official Notice of matter that is not 
"capable of instant and unquestionable demonstration", as expressly required by 
section 2144.03(A) of the MPEP. Indeed, even assuming arguendo that the 
various matters set out in pages 10-12 are fact, these facts would be neither of 
notorious character nor instantly and unquestionably demonstrable, e.g., exist in 
a manner so as to be Shariah compliant. Moreover, courts have long rejected the 
notion that official notice can be taken on the state of the art. (See 
Memorandum to Patent Examining Corps from the Deputy Commissioner 
for Patent Examining Poiicy regarding Procedures for Relying on Facts 
Which are Not of Record as Common Sense or for Taking Official Notice, 
n.6, citing In re Eynde, 480 F.2d 1364, 1370, 178 USPQ 470, 474 (CCPA 1973)). 
Thus, fourth, the rejection's attempt to Officially Notice the 
level of ordinary skill in the art is also improper as a matter of law. 

Fourth, the aforementioned facts must be presented in a manner that 
would permit Applicant to make a determination as to whether there is a proper 
reason to combine or modify, in view of the Shariah compliant element of the 
claims. In this regard, the Examiner is required to provide information explaining 
how the facts set out as "Official Notice" appear in the prior art so as not to be 
inconsistent with the Shariah compliant element of the claims. See, e.g., the 
Decision of the Shariah Appellate Bench of the Supreme Court of Pakistan. 

In sum, the Office's attempts at Official Notice are improper and 
traversed. Consequently, there are evidentiary gaps in the rejections of the 
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claims that are fatal to a prima facie case of obviousness. 

It is respectfully submitted that Applicant specifically pointed out error in the Examiner's 
action and stated why. Therefore it is improper to contend, as has been done in the Final 
Rejection, that the attempted official notice of a fact is not admitted prior art, and thus a case of 
prima facie obviousness has not been made out. 

In sum, the Examiner has the initial burden of proof in presenting a prima facie case of 
unpatentablity. See In re Oetiker, 977 F.2D 1443, 24 USPQ2d 1443, 144 (Fed. Cir. 1993), 
however, this burden was not been met. The rejections must be in error because there is no 
disclosure of a claim element (there must be mere hindsight reconstruction because the only 
mention of the claim element in the record is in Applicant's disclosure), the modification would 
contradict the explicit teachings of the base reference Gould, and the element which is absent 
from the cited art becomes of record only by the naked assertion of the Examiner as to the 
nature and content of the prior art. The Examiner's attempts at official notice, common 
knowledge, etc. are improper, have been traversed, and cannot be premised on "admitted prior 
art." The Examiner has not shown phma facie obviousness, and thus the rejection of this claim 
is improper. 

14. Claim 24 

In the Final Rejection, at page 14, the Examiner contends that "because Applicant has not 
specifically pointed out any errors in the Examiner's action, the officially noticed facts in the 23 
June 2009 Office Action are deemed admitted prior art. 

In response, it is respectfully submitted that the traversal was proper, such that the 
attempted official notice of a fact is not admitted prior art, and thus a case of prima facie 
obviousness has not been made out. 
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In Applicant's filing of December 23, 2009, responsive to the Office Action of June 23, 

2009, Applicant stated the following: 

Yet further, at pages 10-12, the Examiner takes Official Notice of 
seemingly all claim requirements for claims 2, 6, and 13-26. This is improper as 
an attempt to officially notice a fact, which is not in compliance with the PTO's 
own procedures. See Memorandum to Patent Examining Corps from ttie 
Deputy Commissioner for Patent Examining Policy, a courtesy copy of which 
is being filed herewith. Proper use of Official Notice requires compliance with 
several obligations expressly set forth in the Manual of Patent Examining 
Procedure. The Office has failed to meet these obligations. Specifically, the 
Office has failed to satisfy its obligations under MPEP § 2144.03. MPEP § 
2144.03 (B), for example, expressly requires the Office to provide specific factual 
findings predicated on sound technical and scientific reasoning to support taking 
Official Notice. The MPEP goes on to explain that this means that the Office 
should present an Applicant with the explicit basis on which Official Notice is 
based so that the Applicant is able to challenge the assertion in the next reply 
after the Office Action. {MPEP §2144.03(8)). Naked assertions about what is 
allegedly known in the art, like those made in the Office Action, cannot satisfy 
these requirements. Applicant respectfully requires establishing the contended 
facts. 

Second, in view of the rejection of claim 1 , the Office Action relies on 
Official Notice as the "principal evidence" upon which the rejection of claims 2, 6, 
and 13-26 is based. Official Notice cannot be used in this manner. As Section 
2144.03(A) of the MPEP expressly warns, it is never appropriate to rely solely on 
Official Notice as the principal evidence upon which a rejection was based. 
Instead, Official Notice is only appropriate for facts and that serve to "fill in the 
gaps" in a rejection. {MPEP § 2144.03(A)). This is why Official Notice is to be 
judiciously applied. {MPEP § 2144.03). It is unreasonable to conclude that the 
Office has used Official Notice to "fill in" a gaps in rejecting claims 2, 6, and 13- 
26 is based solely on Official Notice, in view of the rejection of claim 1 . 

Third, the rejection attempts to take Official Notice of matter that is not 
"capable of instant and unquestionable demonstration", as expressly required by 
section 2144.03(A) of the MPEP. Indeed, even assuming arguendo that the 
various matters set out in pages 10-1 2 are fact, these facts would be neither of 
notorious character nor instantly and unquestionably demonstrable, e.g., exist in 
a manner so as to be Shariah compliant. Moreover, courts have long rejected the 
notion that official notice can be taken on the state of the art. {See 
iViemorandum to Patent Examining Corps from the Deputy Commissioner 
for Patent Examining Poiicy regarding Procedures for Reiying on Facts 
Which are Not of Record as Common Sense or for Talking Officiai Notice, 
n.6, citing in re Eynde, 480 F.2d 1364, 1370, 178 USPQ 470, 474 (CCPA 1973)). 
Thus, fourth, the rejection's attempt to Officially Notice the 
level of ordinary skill in the art is also improper as a matter of law. 

Fourth, the aforementioned facts must be presented in a manner that 
would permit Applicant to make a determination as to whether there is a proper 
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reason to combine or modify, in view of the Shariah compliant element of the 
claims. In this regard, the Examiner is required to provide information explaining 
how the facts set out as "Official Notice" appear in the prior art so as not to be 
inconsistent with the Shariah compliant element of the claims. See, e.g., the 
Decision of the Shariah Appellate Bench of the Supreme Court of Pakistan. 

In sum, the Office's attempts at Official Notice are improper and 
traversed. Consequently, there are evidentiary gaps in the rejections of the 
claims that are fatal to a prima facie case of obviousness. 

It is respectfully submitted that Applicant specifically pointed out error in the Examiner's 
action and stated why. Therefore it is improper to contend, as has been done in the Final 
Rejection, that the attempted official notice of a fact is not admitted prior art, and thus a case of 
prima facie obviousness has not been made out. 

In sum, the Examiner has the initial burden of proof in presenting a prima facie case of 
unpatentablity. See In re Oetiker, 977 F.2D 1443, 24 USPQ2d 1443, 144 (Fed. Cir. 1993), 
however, this burden was not been met. The rejections must be in error because there is no 
disclosure of a claim element (there must be mere hindsight reconstruction because the only 
mention of the claim element in the record is in Applicant's disclosure), the modification would 
contradict the explicit teachings of the base reference Gould, and the element which is absent 
from the cited art becomes of record only by the naked assertion of the Examiner as to the 
nature and content of the prior art. The Examiner's attempts at official notice, common 
knowledge, etc. are improper, have been traversed, and cannot be premised on "admitted prior 
art." The Examiner has not shown prima facie obviousness, and thus the rejection of this claim 
is improper. 

15. Claim 25 

In the Final Rejection, at page 14, the Examiner contends that "because Applicant has not 
specifically pointed out any errors in the Examiner's action, the officially noticed facts in the 23 
June 2009 Office Action are deemed admitted prior art. 
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In response, it is respectfully submitted that the traversal was proper, such that the 
attempted official notice of a fact is not admitted prior art, and thus a case of prima facie 
obviousness has not been made out. 

In Applicant's filing of December 23, 2009, responsive to the Office Action of June 23, 

2009, Applicant stated the following: 

Yet further, at pages 10-12, the Examiner takes Official Notice of 
seemingly all claim requirements for claims 2, 6, and 13-26. This is improper as 
an attempt to officially notice a fact, which is not in compliance with the PTO's 
own procedures. See Memorandum to Patent Examining Corps from ttie 
Deputy Commissioner for Patent Examining Policy, a courtesy copy of which 
is being filed herewith. Proper use of Official Notice requires compliance with 
several obligations expressly set forth in the Manual of Patent Examining 
Procedure. The Office has failed to meet these obligations. Specifically, the 
Office has failed to satisfy its obligations under MPEP § 2144.03. MPEP § 
2144.03 (B), for example, expressly requires the Office to provide specific factual 
findings predicated on sound technical and scientific reasoning to support taking 
Official Notice. The MPEP goes on to explain that this means that the Office 
should present an Applicant with the explicit basis on which Official Notice is 
based so that the Applicant is able to challenge the assertion in the next reply 
after the Office Action. {MPEP §2144.03(8)). Naked assertions about what is 
allegedly known in the art, like those made in the Office Action, cannot satisfy 
these requirements. Applicant respectfully requires establishing the contended 
facts. 

Second, in view of the rejection of claim 1 , the Office Action relies on 
Official Notice as the "principal evidence" upon which the rejection of claims 2, 6, 
and 13-26 is based. Official Notice cannot be used in this manner. As Section 
2144.03(A) of the MPEP expressly warns, it is never appropriate to rely solely on 
Official Notice as the principal evidence upon which a rejection was based. 
Instead, Official Notice is only appropriate for facts and that serve to "fill in the 
gaps" in a rejection. {MPEP § 2144.03(A)). This is why Official Notice is to be 
judiciously applied. {MPEP § 2144.03). It is unreasonable to conclude that the 
Office has used Official Notice to "fill in" a gaps in rejecting claims 2, 6, and 13- 
26 is based solely on Official Notice, in view of the rejection of claim 1 . 

Third, the rejection attempts to take Official Notice of matter that is not 
"capable of instant and unquestionable demonstration", as expressly required by 
section 2144.03(A) of the MPEP. Indeed, even assuming arguendo that the 
various matters set out in pages 10-12 are fact, these facts would be neither of 
notorious character nor instantly and unquestionably demonstrable, e.g., exist in 
a manner so as to be Shariah compliant. Moreover, courts have long rejected the 
notion that official notice can be taken on the state of the art. {See 
Memorandum to Patent Examining Corps from the Deputy Commissioner 
for Patent Examining Policy regarding Procedures for Relying on Facts 
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Which are Not of Record as Common Sense or for Taking Official Notice, 

n.6, citing In re Eynde, 480 F.2d 1364, 1370, 178 USPQ 470, 474 (CCPA 1973)). 

Thus, fourth, the rejection's attempt to Officially Notice the 

level of ordinary skill in the art is also improper as a matter of law. 

Fourth, the aforementioned facts must be presented in a manner that 
would permit Applicant to make a determination as to whether there is a proper 
reason to combine or modify, in view of the Shariah compliant element of the 
claims. In this regard, the Examiner is required to provide information explaining 
how the facts set out as "Official Notice" appear in the prior art so as not to be 
Inconsistent with the Shariah compliant element of the claims. See, e.g., the 
Decision of the Shariah Appellate Bench of the Supreme Court of Pakistan. 

In sum, the Office's attempts at Official Notice are improper and 
traversed. Consequently, there are evidentiary gaps in the rejections of the 
claims that are fatal to a prima facie case of obviousness. 

It is respectfully submitted that Applicant specifically pointed out error in the Examiner's 
action and stated why. Therefore it is improper to contend, as has been done in the Final 
Rejection, that the attempted official notice of a fact is not admitted prior art, and thus a case of 
prima facie obviousness has not been made out. 

In sum, the Examiner has the initial burden of proof in presenting a prima facie case of 
unpatentablity. See In re Oetiker, 977 F.2D 1443, 24 USPQ2d 1443, 144 (Fed. Cir. 1993), 
however, this burden was not been met. The rejections must be in error because there is no 
disclosure of a claim element (there must be mere hindsight reconstruction because the only 
mention of the claim element in the record is in Applicant's disclosure), the modification would 
contradict the explicit teachings of the base reference Gould, and the element which is absent 
from the cited art becomes of record only by the naked assertion of the Examiner as to the 
nature and content of the prior art. The Examiner's attempts at official notice, common 
knowledge, etc. are improper, have been traversed, and cannot be premised on "admitted prior 
art." The Examiner has not shown prima facie obviousness, and thus the rejection of this claim 
is improper. 

16. Claim 26 
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In the Final Rejection, at page 14, the Examiner contends that "because Applicant has not 
specifically pointed out any errors in the Examiner's action, the officially noticed facts in the 23 
June 2009 Office Action are deemed admitted prior art. 

In response, it is respectfully submitted that the traversal was proper, such that the 
attempted official notice of a fact is not admitted prior art, and thus a case of prima facie 
obviousness has not been made out. 

In Applicant's filing of December 23, 2009, responsive to the Office Action of June 23, 

2009, Applicant stated the following: 

Yet further, at pages 10-12, the Examiner takes Official Notice of 
seemingly all claim requirements for claims 2, 6, and 13-26. This is improper as 
an attempt to officially notice a fact, which is not in compliance with the PTO's 
own procedures. See Memorandum to Patent Examining Corps from tiie 
Deputy Commissioner for Patent Examining Policy, a courtesy copy of which 
is being filed herewitli. Proper use of Official Notice requires compliance with 
several obligations expressly set forth in the Manual of Patent Examining 
Procedure. The Office has failed to meet these obligations. Specifically, the 
Office has failed to satisfy its obligations under MPEP § 2144.03. MPEP § 
2144.03 (B), for example, expressly requires the Office to provide specific factual 
findings predicated on sound technical and scientific reasoning to support taking 
Official Notice. The MPEP goes on to explain that this means that the Office 
should present an Applicant with the explicit basis on which Official Notice is 
based so that the Applicant is able to challenge the assertion in the next reply 
after the Office Action. {MPEP §2144.03(8)). Naked assertions about what is 
allegedly known in the art, like those made in the Office Action, cannot satisfy 
these requirements. Applicant respectfully requires establishing the contended 
facts. 

Second, in view of the rejection of claim 1 , the Office Action relies on 
Official Notice as the "principal evidence" upon which the rejection of claims 2, 6, 
and 13-26 is based. Official Notice cannot be used in this manner. As Section 
2144.03(A) of the MPEP expressly warns, it is never appropriate to rely solely on 
Official Notice as the principal evidence upon which a rejection was based. 
Instead, Official Notice is only appropriate for facts and that serve to "fill in the 
gaps" in a rejection. {MPEP § 2144.03(A)). This is why Official Notice is to be 
judiciously applied. {MPEP § 2144.03). It is unreasonable to conclude that the 
Office has used Official Notice to "fill in" a gaps in rejecting claims 2, 6, and 13- 
26 is based solely on Official Notice, in view of the rejection of claim 1 . 

Third, the rejection attempts to take Official Notice of matter that is not 
"capable of instant and unquestionable demonstration", as expressly required by 
section 2144.03(A) of the MPEP. Indeed, even assuming arguendo that the 
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various matters set out in pages 10-12 are fact, these facts would be neither of 
notorious character nor instantly and unquestionably demonstrable, e.g., exist in 
a manner so as to be Shariah compliant. Moreover, courts have long rejected the 
notion that official notice can be taken on the state of the art. (See 
Memorandum to Patent Examining Corps from tiie Deputy Commissioner 
for Patent Examining Poiicy regarding Procedures for Reiying on Facts 
Whicli are Not of Record as Common Sense or for Tailing Official Notice, 
n.6, citing In re Eynde, 480 F.2d 1364, 1370, 178 USPQ 470, 474 (CCPA 1973)). 
Thus, fourth, the rejection's attempt to Officially Notice the 
level of ordinary skill in the art is also improper as a matter of law. 

Fourth, the aforementioned facts must be presented in a manner that 
would permit Applicant to make a determination as to whether there is a proper 
reason to combine or modify, in view of the Shariah compliant element of the 
claims. In this regard, the Examiner is required to provide information explaining 
how the facts set out as "Official Notice" appear in the prior art so as not to be 
inconsistent with the Shariah compliant element of the claims. See, e.g., the 
Decision of the Shariah Appellate Bench of the Supreme Court of Pakistan. 

In sum, the Office's attempts at Official Notice are improper and 
traversed. Consequently, there are evidentiary gaps in the rejections of the 
claims that are fatal to a prima facie case of obviousness. 

It is respectfully submitted that Applicant specifically pointed out error in the Examiner's 
action and stated why. Therefore it is improper to contend, as has been done in the Final 
Rejection, that the attempted official notice of a fact is not admitted prior art, and thus a case of 
prima facie obviousness has not been made out. 

In sum, the Examiner has the initial burden of proof in presenting a prima facie case of 
unpatentablity. See In re Oetiker, 977 F.2D 1443, 24 USPQ2d 1443, 144 (Fed. Cir. 1993), 
however, this burden was not been met. The rejections must be in error because there is no 
disclosure of a claim element (there must be mere hindsight reconstruction because the only 
mention of the claim element in the record is in Applicant's disclosure), the modification would 
contradict the explicit teachings of the base reference Gould, and the element which is absent 
from the cited art becomes of record only by the naked assertion of the Examiner as to the 
nature and content of the prior art. The Examiner's attempts at official notice, common 
knowledge, etc. are improper, have been traversed, and cannot be premised on "admitted prior 
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art." The Examiner has not shown prima facie obviousness, and thus the rejection of this claim 
is improper. 

E. Conclusion 

At least one claim element is not shown in the cited art, so a prima face showing has not 
been made for the Sec. 1 03 rejections. The Sec. 1 1 2 rejection is improper and devoid of a prima 
facie showing. Beyond that, the statutes place evidentiary and informational requirements on the 
PTO, and the Examiner has not met the statutory requirements. 

Thus, for the reasons more fully set out above, have not been properly shown as 
unpatentable, and the rejection was in error. Reversal of the Rejection and allowance is 
respectfully requested. 



Respectfully submitted. 




Date: Februarv 28. 201 1 



Peter K. Trzyna 
(Reg. No. 32,601) 



P. 0. Box 7131 

Chicago, Illinois 60680-7131 

(312) 240-0824 
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VIII. Claims Appendix 

1. Apparatus including: 

an originator computer programmed to carry out the operations of: 

receiving input including a property value and a property financing amount; 

computing, from the input property value and the input property financing amount, a 
quantity of mortgage insurance coverage required to satisfy a Shariah board-determined 
Shariah-compliant credit enhancement; and 

producing, responsive to the quantity, output which is used for securing a mortgage 
insurer's commitment to an intermediary to insure a home financing contract, wherein said 
intermediary is not a lender or borrower. 

2. The apparatus of claim 1 , wherein the securing includes: 

obtaining mortgage insurance coverage subject to a self-insurance requirement. 

3. The apparatus of claim 1 , wherein the securing includes: 

obtaining mortgage insurance for said coverage, wherein said insurance is not obtained 
from a non-affiliated insurance provider. 

4. The apparatus of claim 1 , wherein the apparatus includes a mortgage insurance 
provider computer; and wherein the steps further include issuing a signal from the originator 
computer to the mortgage insurance provider computer communicating an amount of mortgage 
insurance required for said property financing amount to be insured under a master mortgage 
insurance agreement between a intermediary and said insurance provider. 
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5. The apparatus of claim 1 , wherein the apparatus includes a insurance company 
computer; and wherein the steps further include issuing a communication from the insurance 
company computer to the originator computer by a communications system, said 
communication indicating a commitment to insure the quantity of mortgage insurance coverage 
under a self-insurance requirement. 

6. The apparatus of claim 5, further including the step of: 

originating the home financing contract simultaneous with ordering mortgage insurance 
corresponding to said coverage. 

7. The apparatus of claim 6, wherein the apparatus includes a mortgage insurance 
provider computer; and wherein the steps further include signaling from the originator computer 

to the mortgage insurance provider computer said amount of mortgage insurance coverage 
required on a contract to carry out a sale under said purchase and sale agreement. 

8. The apparatus of claim 1 , wherein said securing is carried out with an originator 
placing mortgage insurance with an insurance provider for said coverage absent control from a 
master agreement between the originator and an insurance provider. 

9. The apparatus of claim 1 , wherein said securing is carried out with an originator 
placing mortgage insurance with an insurance provider for said coverage subject to control by 
an agency agreement the originator and the intermediary. 
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1 0. The apparatus of claim 1 , wherein at least one of said steps is carried out under 
control of a master mortgage insurance policy between an intermediary and an affiliated 
mortgage insurance company. 

1 1 . The apparatus of claim 1 , wherein the steps further include: 

making an insurance policy for said coverage receiving an insurance policy into 
memory, 

processing to modify the insurance policy so as to correspond to a communication from 
the intermediary, to make the insurance policy for said coverage, and 
providing for issuance of said policy for said coverage. 

12. The apparatus of claim 1 , wherein said steps include using an insurance policy 

for said coverage by adding definition to said insurance policy and 

by providing for issuance of said policy in combination with said definition for said 
coverage. 

1 3. The apparatus of claim 1 , wherein said steps include providing for life of contract 
insurance corresponding to said coverage and priced for a single payment insurance premium 
paid by an intermediary. 

14. The apparatus of claim 1 , wherein said steps include providing for paying 
premium payments for life of contract insurance, corresponding to said coverage, from 
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proceeds received by the intermediary from a sale of the home financing contract. 

1 5. The apparatus of claim 1 , wherein said steps include providing for paying 
premium payments for life of contract insurance, corresponding to said coverage, from a 
commission received by the intermediary from the originator to carry out the home financing 
contract after delivery of the home financing contract by the intermediary to a secondary market 
participant. 

1 6. The apparatus of claim 1 , wherein said steps include controlling computer 
communication of services provided by an originator as agent for the intermediary subject to an 
administration agreement between the originator and the intermediary. 

1 7. The apparatus of claim 1 , wherein said steps include tracking an obligation 

specified in an agreement between the intermediary and a secondary market participant under 
which an originator is the intermediary's agent to facilitate a sale of said home financing 
contract to the secondary market participant. 

1 8. The apparatus of claim 1 , wherein the apparatus includes an intermediary's 
computer and wherein said steps include communicating a designation from the intermediary's 
computer to the originator's computer that the originator shall support an insurance policy 
corresponding to said coverage. 

1 9. The apparatus of claim 1 , wherein the apparatus includes a secondary market 
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participant's computer and a mortgage insurance provider computer, and wherein said steps 
include linking an originator of a financing transaction corresponding to the coverage as an 
agent in a transaction with a subsequent buyer of the home financing contract in 
communications among the secondary market participant's computer and the mortgage 
insurance provider computer. 

20. The apparatus of claim 1 , wherein said steps include signaling to carry out a sale 
of the home financing contract to a secondary market participant for an originator of the home 
financing contract acting as agent for the intermediary. 

21 . The apparatus of claim 1 , wherein the apparatus includes an insurance provider 
computer and wherein said steps include 

sending from the insurance provider computer to the originator's computer, by a 

communications system, a communication reflecting that said originator is agent for the 
intermediary in the intermediary's commitment to insure the home financing contract pursuant 
to an insurance certificate. 

22. The apparatus of claim 1 , wherein said steps include generating price by which 
the intermediary sells the home financing contract to a secondary market participant, said price 
including an excess beyond an initial price for the contract effective when said home financing 
contract was purchased from an originator. 

23. The apparatus of claim 22, wherein the apparatus includes an insurance provider 
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computer and wherein said steps include applying, with the intermediary computer, at least a 
portion of the excess to purchase single premium insurance. 

24. The apparatus of claim 14, further including the step of: 

generating price by which the intermediary sells the home financing contract to a 
secondary market participant, said price including an excess beyond an initial price for the 
contract effective when said home financing contract was purchased from an originator. 

25. The apparatus of claim 24, wherein the steps include applying, with the 
intermediary computer, at least a portion of the excess to purchase single premium insurance. 

26. The apparatus of claim 1 , wherein the steps include tracking secondary 
market participation to maintain a self insurance arrangement between the intermediary and the 
provider. 

27. A method of using an apparatus, the method including the steps of: 
entering, as input to a computer, a property value and a property financing amount; 

computing, with the computer from the input property value and the input property 
financing amount, a quantity of mortgage insurance coverage required to satisfy a board- 
determined Shariah-compliant credit enhancement; and 

producing, responsive to the quantity, output which is used for securing a mortgage 
insurer's commitment to an intermediary to insure a home financing contract, wherein said 
intermediary is not a lender or borrower. 
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IX. Evidence Appendix 

Below is the Memorandum to Patent Examining Corps from tiie Deputy Commissioner for 
Patent Examining Poiicy regarding Procedures for Reiying on Facts Whicti are Not of 

Record as Common Sense or for Taldng Official Notice, n.6, citing In re Eynde, 480 F.2d 
1364, 1370, 178 USPQ 470, 474 (CCPA 1973)); MPEP § 2144.03(A).) It was originally filed on 
December 23, 2009, and the Examiner considered it on the Office Action-Final Rejection dated 
January 29, 2010. 
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Commissioner for Patents 
United States Patent and Trademark Office 

V\(^SHINGTON, D.C. 2023 

www.uspto.gov 



February 21, 2002 

Patent Examining Corps 
Technology Center Directors 



Stephen G. Kunin 

Deputy Commissioner for Patent Examination Pohcy 

Procedvires for Relying on Facts Which are Not of Record as 
Common Knowledge or for Taking Official Notice 



This memorandum clarifies the circumstances in which it is appropriate to 
take official notice of facts not in the record or to rely on "common knowledge" 
in making a rejection. 

Recent court decisions have affected the Office's practice of taking official 
notice of facts by relying on common knowledge in the art without a reference. 
Specifically, the Supreme Court recently changed the standard of review applied 
to decisions of the Board of Patent Appeals and Interferences and the Trademark 
Trial and Appeal Board on appeal to the U.S. Court of Appeals for the Federal 
Circuit. Dickinson v. Zurko, 527 U.S. 150, 50 USPQ2d 1930 (1999). As a 
result, the Federal Circuit now reviews findings of fact under the "substantial 
evidence" standard under the Administrative Procedure Act (APA), rather than 
the former "clearly erroneous" standard. In re Gartside, 203 F.3d 1305, 1315, 53 
USPQ2d 1769, 1775 (Fed. Cir. 2000).^ This change in the review standard has 
affected the Federal Circuit's view of when the court or the USPTO may take 
notice of facts without specific documentary evidence support.^ 

On remand from the Supreme Court, the Federal Circuit in In re Zurko, 258 
F.3d 1379, 59 USPQ2d 1693 (Fed. Cir. 2001), reversed the Board's decision 
upholding a rejection under 35 U.S.C. 103 for lack of substantial evidence. 
Specifically, in Zurko and other recent decisions, the covirt criticized the 
USPTO 's reliance on "basic knowledge" or "common sense" to support an 
obviousness rejection, where there was no evidentiary support in the record for 
such a finding.^ In light of the recent Federal Circuit decisions and the 
substantial evidence standard of review now appUed to USPTO Board decisions, 
the following guidance is provided in order to assist the examiners in 
determining when it is appropriate to take official notice of facts without 
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supporting documentary evidence or to rely on common knowledge in the art in 
making a rejection, and if such official notice is taken, what evidence is 
necessary to support the examiner's conclusion of common knowledge in the art. 

(1) Determine when it is appropriate to take official notice without documentary 
evidence to support the examiner's conclusion. 

Official notice without documentary evidence to support an examiner's 
conclusion is permissible only in some circumstances. While "official notice" 
may be relied on, as noted in MPEP § 2144.03, these circumstances should be 
rare when an application is under final rejection or action under 37 CFR 1.113. 
Official notice unsupported by documentary evidence should only be taken by 
the examiner where the facts asserted to be well-known, or to be common 
knowledge in the art are capable of instant and unquestionable demonstration as 
being well-known."^ In appropriate circumstances, it might not be unreasonable 
to take official notice of the fact that it is desirable to make something faster, 
cheaper, better, or stronger without the specific support of documentary 
evidence. Furthermore, it might not be unreasonable for the examiner in a first 
Office action to take official notice of facts by asserting that certain limitations in 
a dependent claim are old and well known expedients in the art without the 
support of documentary evidence provided the facts so noticed are of notorious 
character and serve only to "fill in the gaps" which might exist in the evidentiary 
showing made by the examiner to support a particular ground of rejection.^ 

It would not be appropriate for the examiner to take official notice of facts 
without citing a prior art reference where the facts asserted to be well known are 
not capable of instant and unquestionable demonstration as being well-known . 
For example, assertions of technical facts in the areas of esoteric technology or 
specific knowledge of the prior art must always be supported by citation to some 
reference work recognized as standard in the pertinent art.^ 

It is never appropriate to rely solely on "common knowledge" in the art 
without evidentiary support in the record, as the principal evidence upon which a 
rejection was based.^ As the court held in Zurko, an assessment of basic 
knowledge and common sense that is not based on any evidence in the record 
lacks substantial evidence support.^ 



(2) If official notice is taken of a fact, unsupported by documentary evidence, the 
technical line of reasoning underlying a decision to take such notice must be clear 
and unmistakable. 

Ordinarily, there must be some form of evidence in the record to support an 
assertion of common knowledge.^ In certain older cases, official notice has been 
taken of a fact that is asserted to be "common knowledge" without specific 
reliance on documentary evidence where the fact noticed was readily verifiable, 
such as when other references of record supported the noticed fact, or where there 



was nothing of record to contradict it/° If such notice is taken, the basis for such 
reasoning must be set forth explicitly. The examiner must provide specific factual 
findings predicated on sound technical and scientific reasoning to support his or 
her conclusion of common knowledge / ^ The applicant should be presented with 
the explicit basis on which the examiner regards the matter as subject to official 
notice and be allowed to challenge the assertion in the next reply after the Office 
action in which the common knowledge statement was made. 

(3) If applicant challenges a factual assertion as not properly officially noticed or 
not properly based upon common knowledge, the examiner must support the 
finding with adequate evidence. 

To adequately traverse such a finding, an applicant must specifically point out 
the supposed errors in the examiner's action, which would include stating why the 
noticed fact is not considered to be common knowledge or well-known in the 
art.^^ A general allegation that the claims define a patentable invention without 
any reference to the examiner's assertion of official notice would be inadequate. 
If applicant adequately traverses the examiner's assertion of official notice, the 
examiner must provide documentary evidence in the next Office action if the 
rejection is to be maintained. If the examiner is relying on personal knowledge 
to support the finding of what is known in the art, the examiner must provide an 
affidavit or declaration setting forth specific factual statements and explanation to 
support the finding. See 37 CFR 1.104(d)(2). 

If applicant does not traverse the examiner's assertion of official notice or 
applicant's traverse is not adequate, the examiner should clearly indicate in the 
next Office action that the common knowledge or well-known in the art statement 
is taken to be admitted prior art because applicant either failed to traverse the 
examiner's assertion of official notice or that the traverse was inadequate. If the 
traverse was inadequate, the examiner should include an explanation as to why it 
was inadequate. 

(4) Determine whether the next Office action should be made final. 

If the examiner adds a reference in the next Office action after applicant's 
rebuttal, and the newly cited reference is added only as directly corresponding 
evidence to support the prior common knowledge finding, and it does not result in 
a new issue or constitute a new ground of rejection, the Office action may be 
made final. If no amendments are made to the claims, the examiner must not rely 
on any other teachings in the reference if the rejection is made final. If the newly 
cited reference is added for reasons other than to support the prior common 
knowledge statement and a new ground of rejection is introduced by the examiner 
that is not necessitated by applicant's amendment of the claims, the rejection may 
not be made final. See MPEP § 706.07(a). 



(5) Summary. 



Any rejection based on assertions that a fact is well-known or is common 
knowledge in the art without documentary evidence to support the examiner's 
conclusion should be judiciously applied. Furthermore, as noted by the court in 
Ahlert, any facts so noticed should be of notorious character and serve only to 
"fill in the gaps" in an insubstantial manner which might exist in the evidentiary 
showing made by the examiner to support a particular ground for rejection. It is 
never appropriate to rely solely on common knowledge in the art without 
evidentiary support in the record as the principal evidence upon which a rejection 
was based. 

MPEP § 2144.03 will be revised accordingly in the upcoming revision to be 
consistent with this memo. 



Cc: Nicholas Godici 
Esther Kepplinger 
Kay Kim 
David Lacey 



' The Supreme Court has described substantial evidence review in the following manner: 

Substantial evidence is more than a mere scintilla. It means such relevant evidence as a 
reasonable mind might accept as adequate to support a conclusion... Mere uncorroborated hearsay 
or rumor does not constitute substantial evidence. 

Consolidated Edison Co. v. NLRB, 305 U.S. 197, 229-30 (1938)(quotcd in Garlside, 203 F.3d at 1312, 53 
USPQ2d at 1773). "'Substantial evidence' review involves examination of the record as a whole, taking 
into account evidence that both justifies and detracts from an agency's decision." Gartside, 203 F.3d at 
1312, 53 USPQ2d at 1773 (citing Universal Camera Corp. v. NLRB, 340 U.S. 474, 487-88 (1951)). 
Furthermore, the Supreme Court has also recognized that "the possibility of drawing two inconsistent 
conclusions from the evidence does not prevent an administrative agency's finding from being supported 
by substantial evidence." Consolo v. Federal Maritime Comm'n, 383 U.S. 607, 620 (1966) (quoted in 
Gartside, 203 F.3d at 1312, 53 USPQ2d at 1773). 

^ Sqq Packard Press, Inc. v. Hewlett-Packard Co., 221 F.3d 1352, 1360, 56 USPQ2d 1351, 1356 (Fed. Cir. 
2000) (questioning authority to take judicial notice for the first time on appeal in light of the APA standard 
of review established by Dickinson v. Zurko, 527 U.S. atl65, 50 USPQ2d at 1937). Although the 
substantial evidence standard is deferential to the agency's decision, it imposes certain evidentiary 
requirements that must be met by the agency in formulating a decision. The Federal Circuit explained that 
"[i]n appeals from the Board, we have before us a comprehensive record that contains the arguments and 
evidence presented by the parties, including all of the relevant information upon which the board reUed in 
rendering its decision." Gartside, 203 F.3d at 1314, 53 USPQ2d at 1774. Furthermore, the record is 
"closed, in that the Board's decision must be justified within the four comers of that record." Id. Thus, the 
record before the USPTO "dictates the parameters of review" available to the court. Id. Accordingly, "the 
Board's opinion must explicate its factual conclusions, enabling [the court] to verify readily whether those 
conclusions are indeed supported by 'substantial evidence' contained within the record." Id. (citing 
Gechterv. Davidson, 116 F.3d 1454, 1460, 43 USPQ2d 1030. 1035 (Fed. Cir. 1997)). 
^ Zurko, 258 F.3d at 1385, 59 USPQ2d 1697 ("the Board cannot simply reach conclusion based on its own 
understanding or experience — or on its assessment of what would be basic knowledge or common sense. 
Rather, the Board must point to some concrete evidence in the record in support of these findings."). See 
also In re Lee, _F.3d_, _, 61 USPQ2d 1430, 1434 (Fed. Cn. 2002) (The Board determined that it was 
not necessary to present a soiu"ce of a teaching, suggestion, or motivation to combine the references 



because the conclusion of obviousness may be made from common knowledge and common sense of a 
person of ordinary skill in the art. The court reversed the Board's decision in sustaining a rejection under 
35 U.S.C. 103 and stated that '"common knowledge and common sense' on which the Board relied in 
rejecting Lee's application are not the specialized knowledge and expertise contemplated by the 
Administrative Procedure Act. Conclusory statements such as those here provided do not fiilfiU the 
agency's obligation. . .The board cannot rely on conclusory statements when dealing with particular 
combinations of prior art and specific claims, but must set forth the rationale on which it reUes"). 
^ As noted by the court in/« re Ahlert, 424 F.2d 1088, 1091, 165 USPQ 418, 420 (CCPA 1970), the notice 
of facts beyond the record which may be taken by the examiner must be "capable of such instant and 
unquestionable demonstration as to defy dispute" (citing In re Knapp Monarch Co., 296 F.2d 230, 132 
USPQ 6 (CCPA 1961)). In Ahlert, the court held that the Board properly took judicial notice that "it is old 
to adjust intensity of a flame in accordance with the heat requirement." See also In re Fox, 471, F.2d 1405, 
1407, 176 USPQ 340, 341 (CCPA 1973) (the court took "judicial notice of the fact that tape recorders 
commonly erase tape automatically when new 'audio information' is recorded on a tape which already has 
a recording on it"). 

^ Zurko, 258 F.3d at 1385, 59 USPQ2d at 1697; In re Ahlert, 424 F.2d at 1092, 165 USPQ at 421 . 
''/«re.4/z/er/, 424F.2dat 1091, 165 USPQ at 420-21. See also 7« re Gro^e, 592 F. 2d 1161, 1167-68,201 
USPQ 57, 63 (CCPA 1979) ("[w]hen the PTO seeks to rely upon a chemical theory, in establishing a prima 
facie case of obviousness, it must provide evidentiary support for the existence and meaning of that 
theory."); In re Eynde, 480 F.2d 1364, 1370, 178 USPQ 470, 474 (CCPA 1973) ("we reject the notion that 
judicial or administrative notice may be taken of the state of the art. The facts constituting the state of the 
art are normally subject to the possibility of rational disagreement among reasonable men and are not 
amenable to the taking of such notice."). 

Zurko, 258 F.3d at 1385, 59 USPQ2d at 1697. While the court explained that, "as an administrative 
tribunal the Board clearly has expertise in the subject matter over which it exercises jurisdication," it make 
clear that such "expertise may provide sufficient support for conclusions [only] as to peripheral issue." Id. 
at 1385-86, 59 USPQ2d at 1697. 

^ Zurko, 258 F.3d at 1385, 59 USPQ2d at 1697. See also In re Lee, _F.3d at _, 61 USPQ2d at 1435. 
^ See In re Lee, _F.3d at _, 61 USPQ2d 1434-35; In re Zurko, 258 F.3d at 1386, 59 USPQ2d at 1697 
(holding that general conclusions concerning what is "basic knowledge" or "common sense" to one of 
ordinary skill in the art without specific factual findings and some concrete evidence in the record to 
support these findings will not support an obviousness rejection). 

See In re SolL 317 F.2d 941, 945-46, 137 USPQ 797, 800 (CCPA 1963) (the court accepted the 
examiner's assertion that the use of "a control is standard procedure throughout the entii-e field of 
bacteriology" because it was readily verifiable and disclosed in references of record not cited by the 
Office); In re Chevenard, 139 F.2d 711, 713, 60 USPQ 239, 241 (CCPA 1943) (accepting examiner's 
finding that a brief heating at a higher temperature was the equivalent of a longer heating at a lower 
temperature where there was nothing in the record to indicate the conti-aiy and where the applicant never 
demanded that the examiner produce evidence to support his statement). 
" See Soli, 317 F.2d at 946, 37 USPQ at 801; Chevenard, 139 F.2d at 713, 60 USPQ at 241. 

See 37 CFR 1.111(b). See also Chevenard, 139 F.2d at 713, 60 USPQ at 241 ("[I]n the absence of any 
demand by appellant for the examiner to produce authority for his statement, we will not consider tills 
contention."). 

" See 37 CFR 1.104(c)(2). See also Zurko, 258 F.3d at 1386, 59 USPQ2d at 1697 ("tiie Board [or 
examiner] must point to some concrete evidence in the record in support of these findings" to satisfy the 
substantial evidence test). 
See Zurko, 258 F.3d at 1386, 59 USPQ2d at 1697; Ahlert, 424 F.2d at 1092, 165 USPQ 421. 
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